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BRIEF QN APPEAL 

Sir: 

This is an appeal from the final rejection of March 26, 2002 of claims 1-25. 
Three copies of this Brief are enclosed. 

BRreF QN APPRAL FEE 

A check for $320.00, the required fee for filing a Brief on Appeal, is enclosed 
herewith. 

REAL PARTY IN INTEREST 

The real party in interest is Sharp Kabushiki Kaisha. The assignment of the 
inventors to this corporation was recorded on January 13, 1998 at Reel 8954 and 
Frame 0033. 



RELATED APPEALS AWn TNTRPFRRRNnRS 

There are no related appeals or interferences known to Appellant, Appellant's 
legal representative or the assignee that will directly affect or be directly affected by or 
have a bearing on the Board's decision in the pending Appeal. 

STATUS QF THE CLAIMS 

Claims 1-25 stand final rejected and are the only claims that are pending on 
appeal. 

STATUS OF THE AMENDMENTS 

There are no amendments after final to the claims. 

A clean set of the claims on appeal is set forth in the Appendix, Tab A hereto. 

SUMMARY QF THE INVENTION 

The present invention is drawn to a virtual keyboard, such as that shown in 
FIG. 4, that includes a display 1 for displa3dng a keyboard image 2, a transparent 
pressure-sensitive panel 3 that is disposed on the display and a processor, processing 
means or computing portion 4 that receives position information from the pressure 
sensitive panel, and based on such position information, outputs a code 
corresponding to the character representative of the key or combination of keys 
pushed by the user. As more particularly described hereinafter, the virtual keyboard 
of the present invention is configured and arranged so as to allow a user to create or 
input an uppercase character such as a capital letter or other character for keys by 
pressing a shift key in combination with a desired character key much the same way 
as is done with conventional keyboards. The present invention also is directed to 



methods for determining one of a plurality of general keys of a virtual keyboard being 
pushed in combination with a special key. 

As is shown in FIG. 1, the transparent pressure-sensitive panel is made up of a 
large number of transparent resistance wires 10 (e.g., several hundreds to several 
thousands) densely arranged along the X-axis and Y-axis of the pressure sensitive 
panel. Two pair of electrodes 1 1 are also provided, where all of the transparent 
resistance wires 10 arranged along the X-axis are electrically coupled to one pair of 
electrodes and where all of the transparent resistance wires 10 arranged along the Y- 
axis are electrically coupled to the other pair of electrodes. It should be recognized 
that with such an arrangement, the ends of the transparent resistance wires 10 are 
not electrically isolated from each other but rather are all connected to an electrode. 

Referring now to FIGS. 2A,B the operative principle of a pressure sensitive 
panel is described for the case where pressure is applied to a single point, for example 
point 20, on a pressure-sensitive panel. When pressure is applied to a single point, 
point 20, two resistance wires in the X-direction and the Y-direction conduct at the 
point 20. At this time, a voltage (e.g., VO) is applied across the pair of electrodes 1 1 
for the resistance wires 10 along the X-axis, as is more clearly shown in FIG. 2A. 
Consequently, an output is obtained or provided across the pair of electrodes 1 1 for 
the resistance wires 10 along the Y-axis at both ends of the wire in the Y-axis 
direction that is in conduct with the wire in the X-axis direction at the point 20. The 
output value corresponds to a divided resistance; namely VO * [RX2/(RX1 + RX2)]. 
The output value is amplified and represents a Cartesian coordinate position of point 
20 in the X-direction. 



Similarly, a voltage (e.g., VO) also is applied across the pair of electrodes 11 for 
the resistance wires 10 along the Y-axis, as is more clearly shown in FIG. 2B. 
Consequently, an output is obtained or provided across the pair of electrodes 1 1 for 
the resistance wires 10 along the X-axis at both ends of the wire in the X-axis 
direction that is in conduct with the wire in the Y-axis direction at the point 20. The 
output value also corresponds to a divided resistance. The output value is amplified 
and represents a Cartesian coordinate position of point 20 in the Y-direction. 
Usually, sampling of the X and Y direction is accomplished by momentarily changing 
the state of the pressure-sensitive panel back and forth between the state of FIG. 2A 
and the state of FIG. 2B. 

The computing portion 4 has a memory in which is stored data that correlates 
respective unit areas or keys of the key board image with coordinates of the pressure- 
sensitive panel and an output code corresponding to the unit areas or keys of the 
keyboard. Thus, when an key of the keyboard image is pushed, the computing 
portion 4 detects the pushed position by sampling outputs of the pressure-sensitive 
panel, identifies the pushed key by comparing the detected position with the stored 
coordinate data and generates the corresponding code. In this way, a user can input 
a lower case character, such as a lower case alphabetic character, a number or 
punctuation marks, by pushing down on a desired character key 51 and 
correspondingly the pressure-sensitive panel, whereby the computing portion 4 
outputs the code corresponding to the desired character. 

Referring now to FIGS. 3 and 5-6, the operative principle of a pressure sensitive 
panel, and correspondingly the operation of the virtual keyboard of the present 
invention, is described for the case where an uppercase character is to be inputted by 
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a user using the same technique as with a conventional keyboard. With a 
conventional keyboard, a user pushes a special key 52 (e.g., the shift key) and while 
keeping the special key pushed pushes the key, a general key 51 corresponding to the 
desired uppercase character and thereafter releases both the special and general keys 
in order to input an uppercase character. For example, a user would depress the shift 
key and then the letter "i" to input a capital I or depress the shift key and then the key 
for numeral "8" so as to input an asterisk and thereafter release the shift key and 
the depressed key for the character (e.g., "i" or number "8"). 

When pressure is applied to both the special and general keys 52, 51, and 
correspondingly to the pressure sensitive panel at the corresponding locations, a 
resistance wire in each of the X-direction and the Y-direction in the pressure-sensitive 
panel conduct at a location corresponding to the special key 52 and a resistance wire 
in the X-direction and the Y-direction conduct at a location corresponding to the 
general key. At this time, a voltage (e.g., VO) is applied across the pair of electrodes 
1 1 for the resistance wires 10 along the X-axis, as is more clearly shown in FIG. 3. 
Consequently, an output is obtained or provided across the pair of electrodes 1 1 for 
the resistance wires along the Y-axis at both ends of both wires in the Y-axis direction 
that are each in conduct with a corresponding one of the two wires in the X-axis 
direction. As shown in FIG. 3, the voltage obtained across the electrodes in the Y-axis 
direction is an average output of the two pushed points. As further described in the 
subject application, the average output corresponds to a substantially middle position 
between the two points in the X-axis direction. Similarly, an output corresponding to 
a substantially middle position between the two points in the Y-axis direction also can 
be obtained. 
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As herein described and as more clearly shown in FIG. 5, when the special key 

52 is initially pressed or pushed, the computing portion 4, by sampling the outputs 
from the pressure-sensitive panel, determines the coordinates (XI, Yl) for the position 

53 of the initially pressed special key. When both the special and general keys 52, 51 
are pressed or pushed, the computing portion 4 again samples the outputs from the 
pressure-sensitive panel and determines the coordinates (X2, Y2) for the position 55 
that corresponds to the middle position or the return position between the special key 
and the general keys. Using the coordinates determined for both the position 53 of 
the special key and the position 55 of middle position, the computing portion 
determines the coordinates (Xn, Yn) of the position 54 of the general key 51. 
Basically, by calculating a doubled vector from the start point corresponding to the 
position 53 of the special key to the middle position 55, the coordinates of the position 

54 of the general key 51 that is being pressed or pushed in combination with the 
special key can be determined or calculated by the computing portion 4. 

As indicated above, the computing portion 4 has a memory in which is stored 
data that correlates respective unit areas or keys of the keyboard image with 
coordinates of the pressure-sensitive panel and an output code corresponding to the 
unit areas or keys of the keyboard. Thus, by comparing the determined or calculated 
coordinates of the position 54 of the general key 5 1 with the stored coordinate data, 
the computing portion 4 generates the code corresponding to the pushed general key. 
In this way, a user can input an upper case character, such as an upper case 
alphabetic character, by using the keyboard inputting technique for a conventional 
keyboard as herein described. 



Also provided herewith in the Appendix, Tab B is an explanation of how one 
can determine the furthest returning position without knowing the position of the 
general key, when both the special and general keys are being pushed at the same 
time. The explanation provided hercAvith was previously submitted by Applicant along 
with Applicant's Response dated June 26, 2002. 

ISSUE(S) 

The issues on Appeal as to the rejections are: 

1. Whether claims 1 and 4 are obvious within the meaning of 35 U.S.C. § 103 
by Ouellette et al. [USP 5,581,243; "Ouellette"]. 

2. Whether claims 2, 3, 5-18, 20, 22 and 24 are obvious within the meaning of 
35 U.S.C. § 103 by Ouellette et al. [USP 5,581,243; "Ouellette"] as applied to claims 1 
and 4 and further in view of Dunthom [USP 4,9 14,624]. 

3. Whether claim 19 is obvious within the meaning of 35 U.S.C. § 103 by 
Ouellette et al. [USP 5,581,243; "Ouellette"] as applied to claim 1 and further in view 
of Yoshikawa [USP 5,392,035]. 

4. Whether claims 21, 23 and 25 are obvious within the meaning of 35 U.S.C. 
§ 103 by Ouellette et al. [USP 5,581,243; "Ouellette"] in view of Dunthom [USP 
4,914,624] as applied to claims 7, 1 1 and 14 and further in view of Yoshikawa [USP 
5,392,035]. 

5. Whether claim 19 is obvious within the meaning of 35 U.S.C. § 103 by 
Ouellette et al. [USP 5,581,243; "Ouellette"] as applied to claim 1 and further in view 
of AppUcant's Admitted Prior Art ["AAPA"]. 



6. Whether claims 2 1, 23 and 25 are obvious within the meaning of 35 U.S.C. 
§ 103 by Ouellette et al. [USP 5,581,243; "Ouellette"] in view of Dunthom [USP 
4,914,624] as applied to claims 7, 1 1 and 14 and further in view of Applicant's 
Admitted Prior Art ["AAPA"]. 

rxROUPING OF THE CLAIMS 

All claims do not stand or fall together for the purpose of the present appeal. 
Rather for purposes of the present appeal, the claims on appeal stand as fall as 
follows: 

Claims 1 and 4 stand or fall together. 

Claims 2, 3, 5-18, 20, 22 and 24 stand and fall together, however, because 
claims 2-3 and 5-6 are in dependent form, they will stand if, respective, claims 1 and 
4 stand. 

Claim 19 stands and falls alone, however, because this claim is in dependent 
form, this claim will stand if claim 1 stands. 

Claims 21, 23 and 25 stand and fall together, however, because these claims 
are in dependent form, they will stand if, respective, claims 7, 1 1 and 14 stand. 

ARGUMENT 

As provided above, all the claims do not stand and fall together as to either of 
the issues on appeal. As such, as to each issue Applicant has provided a separate 
argument as to each claim or group of claims applicable for that issue as indicated 
above. Unless otherwise indicated, any reference hereinafter in the Argument to 
specific reference numerals, pages or figures shall be to the pages and the drawing 
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figures of the subject application and the reference numerals used therein. Also, like 
reference characters denote corresponding parts. 

FIRST ISSUE 

CLAIMS 1 AND 4 ARE NOT OBVIOUS WITHIN THE MEANING OF 
35 U.S.C. §103 BY OUELLETTE ET AL. [USP 5,581,243; "OUELLETTE"] 

In the grounds for the rejection it is asserted that Ouellette discloses a virtual 
keyboard comprising a display for displaying keyboard, a transparent pressure- 
sensitive panel disposed on the display in a processor for receiving information 
positions detected and sent in a time sequence from the pressure sensitive panel 
when any key in the keyboard is pushed, identifying the position of the pushed key 
according to a coded electrical signal corresponding to the touched locations and 
outputting a code corresponding to a pushed key. It also is asserted that Ouellette 
teaches a well-known virtual keyboard functioning as a conventional keyboard or 
t3T)ewriter (see col. 1, lines 51-63). It is further asserted that Ouellette, in other 
words, teaches a well-known virtual keyboard having a function that when a special 
key is first pushed and thereafter when both of the special key and the general key a 
pushed at the same time, a code corresponding to the combination of the pushed 
special key in the general key is output, thereby displaying a character corresponding 
to the code. In addition, it is asserted that it would have been obvious to one skilled 
in the art to utilize the well-known virtual keyboard's function in Ouellette because 
this would allow the user to operate a virtual keyboard in the same manner/ fashion 
as a user operating a conventional keyboard. The grounds for rejection, concludes 
that it therefore, would have been obvious to obtain the claimed invention as specified 
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in the claims. Applicant respectfully disagrees with the characterization of what is 

taught and disclosed in the cited reference as well as the suggestion that it would 

have been obvious to combine what is supposed to be prior art to the invention 

disclosed in Ouellette with that invention. 

Applicant would first note that the cited reference nowhere explicitly describes, 

teaches or suggests that when a special key is first pushed and thereafter when both 

of the special key and the general key a pushed at the same time, a code 

corresponding to the combination of the pushed special key in the general key is 

output, thereby displaying a character corresponding to the code. Rather, this alleged 

teaching apparently is being inferred from the following language in Ouellette, which 

inference Applicant respectfully submits is incorrect and moreover is inconsistent 

with the full disclosure of the cited reference. 

For typing on the simulated keyboard, the user touches the 
touch-sensitive-screen on the displayed key in the same fashion that 
a typist who uses a conventional typewriter. The "touches" on the 
display caused the generation of coded electrical signals 
corresponding to the locations that are touched, and thereby 
representing the displayed characters (e.g., capital or lower case 
letters depending on whether the displayed shift key is touched) or 
functions selected by the user. The coded electrical signals then are 
processed by the computer in the same manner that it would process 
the electric signals generated by conventional keyboard input device. 
Ouellette, coL 1, lines 51-63. 

As is more specifically detailed below at the time of the invention disclosed in 
Ouellette, it was not possible to separately determine each position of two areas being 



touched on a pressure sensitive panel using a divided resistance technique. As such 
it was not possible to follow or use the typing technique used with conventional 
keyboards or typewriters. Stated another way, a virtual keyboard embodying such a 
conventional pressure-sensitive panel cannot be operated or function in the same way 
as a conventional keyboard (i.e., cannot depress the shift key and while keeping the 
shift key depressed also depress the letter, number or punctuation key at the same 
time so as to output a capitalized letter or a punctuation mark residing in the upper 
case mode). 

As provided in the Declaration of Katsuya Nakagawa^ (copy provided herewith 
in the Appendix, Tab C) conventional pressure-sensitive panels, such as those 
embod3dng the divided resistance technique for determining position, are configured 
and arranged so that only one X position can be determined at a time and only one Y- 
position can be determined at a time. See Declaration, Paragraphs 4-7. 

It is further provided in paragraph 7 of the Declaration that because all of the 
wires extending in the X-direction are all electrically connected to the one terminal 
electrode pair and because all of the wires extending in the Y-direction are all 
electrically connected to another terminal electrode pair, if pressure is applied to more 
than one point on the pressure sensitive panel, for example two points, one cannot 
determine the X, Y coordinate corresponding to each point where pressure is being 
applied. This is so because in a pressure-sensitive panel the output is across the 
terminal electrode pair not across the individual ivires connected to the electrode 
terrninal pair. 

1 Declaration was previously submitted with Applicant's Response dated November 
21, 2001. 
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Rather, if two or more areas of such a pressure-sensitive panel are pushed at 
the same time, a single X-position and a single Y- position representative of the 
divided resistances of the two or more areas being pushed is outputted. This is also 
discussed in connection with Fig. 3 of the subject application. The electrical 
configuration of such a pressure-sensitive panel does not allow one to separately 
determine the two or more areas of the panel being pushed at the same time. See 
Declaration, Paragraphs 7-8. 

With conventional keyboards each of the keys are uniquely identifiable when 
the key is depressed. Therefore, one can use a conventional typing technique 
emplojdng the shift key to switch between the lower case and upper case modes or 
functionalities. In such a conventional typing technique, the shift key is depressed 
and thereafter, while keeping the shift key depressed, the desired letter, number or 
punctuation key is depressed corresponding to the upper case character to be 
outputted, printed, displayed on the screen, etc. See Declaration, paragraphs 8-9. 

Because two areas of a conventional pressure-sensitive panel cannot be 
separately determined when they are pushed at the same time, when a pressure- 
sensitive panel is employed in a conventional virtual keyboard a different typing 
technique is used to switch between the lower case and upper case modes or 
functionalities. In this virtual keyboard technique the area corresponding to the shift 
key is depressed and released so as to put the virtual keyboard in the upper case 
mode. Then the area corresponding to the key for the desired upper case letter or 
punctuation mark is depressed and released. If the upper case mode is no longer 
required, then the area corresponding to the shift key is again depressed and released 
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so as to return the virtual keyboard to the lower case mode. See Declaration, 
Paragraphs 7-8 and 10-12. 

It also should be recognized that this one touch at a time virtual keyboard 
operation is disclosed in the principal reference cited in connection with the 
prosecution of the Ouellette patent, namely Auer at al. [USP 4,725,694, "Auer"]. See 
for example. Figure 7 and the discussion at col. 5, lines 1-20 thereof. See also 
Dunthom [USP 4,914,624], col. 1, lines 10-55. 

As to the alleged teachings or disclosures in Ouellette, the Declaration clearly 
provides that the discussion cited in column 5 merely describes the one touch 
process described above. It does not describe at all a process where more than one 
key of a virtual keyboard or more than one area of a pressure-sensitive panel is 
pushed at the same time. 

The Declaration also clearly indicates that whatever the discussion being 
referred to in column 1 of Ouellette was intended to convey, it cannot mean that one 
could use a conventional typing technique when pushing the keys of a virtual 
keyboard embod3dng a conventional pressure-sensitive panel. Stated another way, 
and contrary to the apparent inference being drawn in the Office Action, a virtual 
keyboard embodying a conventional pressure-sensitive panel cannot be operated or 
cannot function in the same way as a conventional keyboard. See Declaration, 
paragraphs 14-20. 

As to the "touched the same as" language in column 1 , it should be 
remembered that a stylus or pen also was being used to touch pressure-sensitive 
panels. See for example one of the previously identified patents USP 5,457,454. 
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It also should be recognized that the specific technique describe in the Detailed 
Description of the Preferred Embodiment section of Ouellette does not mention or 
describe a technique where the position of a general key involved with an uppercase 
process is determined by position information obtained while pressing the special key 
(e.g., shift key) and thereafter pressing both of the special and general keys. Rather, 
the best mode described in Ouellette is the one where the X and Y positions of a 
singular touch is determined. It appears somewhat inconsistent to be combining a 
technique that is supposedly old in the art for the invention of Ouellette on the 
grounds that it would be better than what is disclosed as the best mode for carrying 
out the invention described in Ouellette. 

Moreover, it should be recognized that whatever the language in column 1, 
lines 51-63 is intended to mean, it is completely silent and lacks any detail as to how 
to (e.g., method or structure) the function of the described conventional virtual 
keyboard is accomplished. Given that the Declaration and the subject application 
clearly provide a technical basis why a conventional pressure-sensitive panel cannot 
yield the location of a general key if a special key and a general key are pushed at the 
same time, it cannot be said that one skilled in the art would have been apprised of 
the scope of the invention allegedly disclosed in column 1 of Ouellette. 

As was indicated by Applicant early on during prosecution, the statement in 
column 1, lines 52-54 that the user touches the touch- sensitive-screen on the 
displayed keys in the same fashion as that a typist uses a conventional keyboard, is 
an over simplified statement of the process and in no way suggests how or that one 
can determine the position of a one key using the position of the general key when a 
special and general key are being pushed at the same time. Stated another way, for 
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this statement to be considered by one skilled in the art as not being erroneous or 
incorrect representation of the process for inputting an uppercase character using a 
virtual keyboard emplojdng a pressure-sensitive panel, the statement has to be an 
oversimplification of the actual process. 

As provided in MPEP 2143.01, obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill 
in the art. In re Fine, 837 F. 2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 
958 F. 2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). As provided above, the references 
cited, alone or in combination, include no such teaching, suggestion or motivation. 

Furthermore, and as provided in MPEP 2 143.02, a prior art reference can be 
combined or modified to reject claims as obvious as long as there is a reasonable 
expectation of success. In re Merck & Co., Inc., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 19866). Additionally, it also has been held that if the proposed modification or 
combination would change the principle of operation of the prior art invention being 
modified, then the teachings of the references are not sufficient to render the claims 
prima facie obvious. As can be seen from the forgoing discussion regarding the 
disclosures of the cited references, there is no reasonable expectation of success 
provided in any of the prior art references. Also, it is clear from the foregoing 
discussion that the modification suggested by the Examiner would change the 
principle of operation of the device disclosed in Ouellette. 

It is respectfully submitted that for the foregoing reasons there is no teaching, 
nor is there any motivation or desire offered in Ouellette that would suggest to one 
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skilled in the art to reconfigure the virtual keyboard disclosed therein so as to yield 
the virtual keyboard claimed by Applicant. Thus, for the foregoing reasons claims 1 
and 4 are patentable over Ouellette. 

SECOND ISSUE 

CLAIMS 2, 3, 5-18, 20, 22 AND 24 ARE NOT OBVIOUS 
WITHIN THE MEANING OF 35 U.S.C. §103 BY OUELLETTE ET AL. [USP 
5,581,243; "OUELLETTE"] IN VIEW OF DUNTHORN [USP 4,914,624] 

In the grounds for the rejection, it is asserted that Ouellette discloses the 
claimed invention except that Ouellette does not disclose expressly in many words the 
detailed functions of the virtual keyboard as claimed. It is further asserted that 
Dunthom discloses that a first button, obviously considered as a special key, is first 
pushed and thereafter when both of the first and a second button, obviously 
considered as a general key, are pushed at the same time, the touch screen returns 
information including a middle position between the two touched keys. In addition, it 
is asserted that it would have been obvious to one skilled in the art to identify the 
position of the second button from the received middle position. Thus, it is indicated 
that at the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to recognize that Dunthom remedies the deficiency of Ouellette in 
order to explain how the virtual keyboard may operate in the same manner as a 
conventional keyboard, as taught by Ouellette. 
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As more fully indicated in the discussion above regarding claims 1 and 4, 
Ouellette is deficient in a number of respects including the following. 

(1.) Ouellette nowhere explicitly describes, teaches or suggests that when a 
special key is first pushed and thereafter when both of the special key and the general 
key a pushed at the same time, a code corresponding to the combination of the 
pushed special key in the general key is output, thereby displaying a character 
corresponding to the code. Rather, this alleged teaching apparently is being inferred 
from the language found in column 1 of Ouellette, which inference is incorrect and 
moreover is inconsistent with the full disclosure of the cited reference. 

(2.) As is more specifically detailed above, at the time of the invention disclosed 
in Ouellette, it was not possible to separately determine each position of two areas 
being touched on a pressure sensitive panel using a divided resistance technique. As 
such it was not possible to follow or use the typing technique used with conventional 
keyboards or typewriters. Stated another way, a virtual keyboard embodying such a 
conventional pressure-sensitive panel cannot be operated or function in the same way 
as a conventional keyboard (i.e., cannot depress the shift key and while keeping the 
shift key depressed also depress the letter, number or punctuation key at the same 
time so as to output a capitalized letter or a punctuation mark residing in the upper 
case mode). 

(3.) The Declaration (see paragraphs 14-20 thereof) also clearly indicates that 
whatever the discussion being referred to in column 1 of Ouellette was intended to 
convey, it cannot mean that one could use a conventional typing technique when 
pushing the keys of a virtual keyboard embodying a conventional pressure-sensitive 
panel. Stated another way, and contrary to the apparent inference being drawn in the 
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Office Action, a virtual keyboard embodying a conventional pressure-sensitive panel 
cannot he operated or cannot function in the same way as a conventional keyboard. 

(4.) As also indicated above, Dunthom also states that a single position is 
returned when a resistive touch screen or pad is touched in two places at the same 
time. See column 4, lines 4-10. 

As to the assertions in the Office Action to the supposed teachings of 
Dunthom, Applicant makes the following observations. Dunthom nowhere describes, 
teaches or suggests a process for determining the position or coordinates of a second 
button in the manner as set forth in the claims of the present invention. The 
invention in Dunthom is directed to apparatus and methods for creating a virtual 
push button. 

In one case, Dunthom (see col. 4, lines 11-24 thereof), describes a process 
whereby a virtual push button is created by the sudden large change or discontinuity 
in reported position when the screen or pad is touched at one point and then touched 
at another point as well. It is further provided that the action of touching the screen/ 
pad at a second touch point without first releasing a still active first touch point 
thereby creates one form of a virtual push-button. 

It is further described in Dunthom (see col. 4, lines 58-68 thereof) that a 
virtual push button is not fixed to any position on the screen, but is defined at a 
position related to the position of two simultaneous touch actions giving rise to the 
virtual push-button. Thus, it is indicated that virtual push-buttons may coexist with 
and even overlie actual push button locations without creating any interference with 
the functions normally assigned to those actual push button locations. 
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Dunthom does indicate (see col. 6, lines 34-47) that the first touch may occur 
at a location of an actual button. The discussion that follows (col. 6, lines 48-55) 
clearly indicates that the second touch does not occur at a second button, rather it 
provides that if before the forefinger is removed from the location 22 of the first touch, 
the user's thumb is brought into contact with the screen 16 at location 24, a virtual 
push button at location 26 is thereby established, and this virtual push button may 
operate to do any of a number of things including for example canceling the function 
originally called up by depressing the location 22 of the touch screen. 

In sum, Dunthorn describes and teaches a process for creating virtual push 
buttons by touching the screen/ pad in two places at the same time. Dunthom does 
not describe, teach or suggest that the second touch occurs at another key or button. 
Also, Dunthorn does not disclose teach or suggest determining the location or 
coordinates of where the second touch occurs. In fact, the location or coordinates of 
the second touch area is totally irrelevant with regards to the operation and purpose 
of the invention disclosed in Dunthom. As indicated above, in the invention of 
Dunthom touching two areas of a screen simultaneously is used to create a virtual 
push-button, which virtual push button in turn can cause some action or further 
operation such as aborting or canceling operations. 

As such, Dunthom does not describe, teach or suggest first touching or 
pushing a special key, thereafter pushing both a special key and a general key and 
using the position information obtained, including the middle position between the 
two touched keys to determine the location/ position/ coordinates of the second 
pushed key. Furthermore, if the teachings of Dunthom where combined with the 
virtual keyboard as disclosed in Ouellette, the result still would not yield the 
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invention claimed by Applicant as the combination would only yield a virtual 
keyboard capable of creating virtual push buttons that can be used, inter alia, to 
cancel or abort functionalities. 

It thus appears that in the present case, the Examiner is combining various 
and selective teachings of the two cited references, not based on any disclosure, 
teaching or suggestion provided in the references themselves, but rather is searching 
for disclosure and teachings based on what is taught and disclosed by Applicant and 
then is using such disclosure/ teachings to assert that the claims of the present 
invention are not patentable over such disclosure/ teaching. Stated another way, the 
Examiner is making a hindsight reconstruction of selected teachings from the two 
cited references in view of Applicant's disclosure and has not provided an evidentiary 
basis as to why one skilled in the art would have been motivated by these references 
to make such a combination. For example, neither of the two cited references 
anywhere point to the problem sought to be overcome by the present invention. 

In addition, the Examiner has not provided an evidentiary basis to refute the 
evidence offered by Applicant in the form of the Declaration in the Appendix, Tab C. 
The evidence offered by Applicant clearly establishes that the language referred to by 
the Examiner in col. 1 of Ouellette does not and cannot mean that the position or 
coordinates of a general key can be determined from position information obtained 
from a pressure-sensitive panel when both a special and general key axe pushed at 
the same time. 

As provided in MPEP 2143.01, obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
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references tJiemselves or in the knowledge generally available to one of ordinary skill 
in the art. In re Fine, 837 F. 2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); In re Jones, 
958 F. 2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). As provided above, the references 
cited, alone or in combination, include no such teaching, suggestion or motivation. 

Furthermore, and as provided in MPEP 2143.02, a prior art reference can be 
combined or modified to reject claims as obvious as long as there is a reasonable 
expectation of success. In re Merck & Co., Ina, 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 19866). Additionally, it also has been held that if the proposed modification or 
combination would change the principle of operation of the prior art invention being 
modified, then the teachings of the references are not sufficient to render the claims 
prima facie obvious. As can be seen from the forgoing discussion regarding the 
disclosures of the cited references, there is no reasonable expectation of success 
provided in any of the prior art references. Also, it is clear from the foregoing 
discussion that the modification suggested by the Examiner would change the 
principle of operation of the device disclosed in OueUette. 

The Federal Circuit also has indicated that a prior art reference that gives only 
general guidance and is not all that specific as to particular forms of a claimed invention 
and how to achieve it, may make a certain approach obvious to try, but does not make 
the invention obvious. Ex Parte Obukowicz, 27 USPQ2d 1063, citing In re O'Farrell, 853 
F.2d 894, 7 USPQ2d 1673,1681 (Fed. Cir. 1988). 

As the Federal circuit has stated, "[t]he mere fact that the prior art may be 
modified in the manner suggested by the Examiner does not make the modification 
obvious unless the prior art suggested the desirability of the modification." In re 
Fritch, 972 F.2d 1260,1266, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992). Obviousness 
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may not be established using hindsight or in view of the teachings or suggestions of 

the inventor. Para-Ordance Mfg, v. SGS Importers Int% Ina, 73 F.2d 1085, 1087, 37 

USPQ2d 1237, 1239 (Fed. Cir. 1995). It is improper, in determining v^hether a person 

of ordinary skill would have been led to this combination of references, simply to 

"(use] that which the inventor taught against its teacher." W.L, Gore v. Oarlock, Inc., 

721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983). 

As the Federal Circuit also has recently stated in In re SANG-SU LEE, 271 F.3d 
1338, 1342-1344; 277 USPQ 2d 1430 (Fed. Cir. 2002) (copy provided herewith in the 
Appendix, Tab D): 

As applied to the determination of patentability vel nan when the issue is 
obviousness, "it is fundamental that rejections under 35 U.S.C. §103 must be 
based on evidence comprehended by the language of that section." In re 
Grasselli 713 F.2d 731, 739, 218 USPQ 769, 775 (Fed.Cir. 1983). The 
essential factual evidence on the issue of obviousness is set forth in Graham 
V. John Deere Co,, 383 U.S. 1, 17-18, 86 S.Ct. 684, 15 L.Ed.2d 545, 148 
USPQ 459, 467 (1966) and extensive ensuing precedent. The patent 
examination process centers on prior art and the analysis thereof. When 
patentability turns on the question of obviousness, the search for and 
analysis of the prior art includes evidence relevant to the finding of whether 
there is a teaching, motivation, or suggestion to select and combine the 
references relied on as evidence of obviousness. See, e.g., McGinley v. 
Franklin Sports, Inc., 262 F.3d 1339, 1351-52, 60 USPQ2d 1001, 1008 
(Fed. Cir. 2001) ("the central question is whether there is reason to combine 
[the] references," a question of fact drawing on the Graham factors). 

"The factual inquiry whether to combine references must be thorough and 
searching." Id. It must be based on objective evidence of record. This 
precedent has been reinforced in myriad decisions, and cannot be dispensed 
with. See, e.g.. Brown & Williamson Tobacco Corp, v. Philip Morris Inc., 229 
F.3d 1120, 1124-25, 56 USPQ2d 1456, 1459 (Fed.Cir.2000) ("a showing of a 
suggestion, teaching, or motivation to combine the prior art references is an 
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'essential component of an obviousness holding' ") (quoting C,R, Bard, Inc., v. 
M3 Systems, Ina, 157 F.3d 1340, 1352, 48 USPQ2d 1225, 1232 
(Fed.Cir.1998)); In re Dembiczak, 175 R3d 994, 999, 50 USPQ2d 1614, 1617 
(Fed. Cir. 1999) ("Our case law makes clear that the best defense against the 
subtle but powerful attraction of a hindsight-based obviousness analysis is 
rigorous application of the requirement for a showing of the teaching or 
motivation to combine prior art references."); In re Dance, 160 F.3d 1339, 
1343, 48 USPQ2d 1635, 1637 (Fed.Cir.1998) (there must be some motivation, 
suggestion, or teaching of the desirability of making the specific combination 
that was made by the applicant); In re Fine, 837 F.2d 1071, 1075, 5 USPQ2d 
1596, 1600 (Fed. Cir. 1988) (" 'teachings of references can be combined only if 
there is some suggestion or incentive to do so.' ") (emphasis in original) 
(quoting >1CS //osp. Sys., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221 
USPQ 929, 933 (Fed. Cir. 1984)). 

The need for specificity pervades this authority. See, e.g., In re Kotzab, 217 
F.3d 1365, 1371, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000) ("particular findings 
must be made as to the reason the skilled artisan, with no knowledge of the 
claimed invention, would have selected these components for combination in 
the manner claimed"); In re Rouffet, 149 F.3d 1350, 1359, 47 USPQ2d 1453, 
1459 (Fed. Cir. 1998) ("even when the level of skill in the art is high, the Board 
must identify specifically the principle, known to one of ordinary skill, that 
suggests the claimed combination. In other words, the Board must explain 
the reasons one of ordinary skill in the art would have been motivated to 
select the references and to combine them to render the claimed invention 
obvious."); InreFritch, 972 F.2d 1260, 1265, 23 USPQ2d 1780, 1783 
(Fed. Cir. 1992) (the examiner can satisfy the burden of showing obviousness 
of the combination "only by showing some objective teaching in the prior art 
or that knowledge generally available to one of ordinary skill in the art would 
lead that individual to combine the relevant teachings of the references"). 

It is respectfully submitted that for the foregoing reasons there is no teaching, 
nor is there any motivation or desire offered in Ouellette and Dunthom, alone or in 
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combination, that would suggest to one skilled in the art to reconfigure the virtual 
keyboard disclosed therein so as to yield the virtual keyboard claimed by Applicant. 
Thus, for the foregoing reasons claims 2, 3, 5-18, 20, 22 and 24 are patentable over 
the cited combination of references. 

THIRD ISSUE 

CLAIM 19 IS NOT OBVIOUS WITHIN THE MEANING OF 35 U.S.C. §103 BY 
OUELLETTE ET AL. [USP 5,581,243; "OUELLETTE"] AND FURTHER IN VIEW OF 

YOSHIKAWA [USP 5,392,035] 

For purposes of the present appeal, the obviousness rejection of claim 19 is 

deemed addressed in the above discussion conceming claim 1. Applicants adopt here 

the arguments set forth conceming claim 1. Thus, for this reason claim 19 is 

patentable over the cited reference. 

FOURTH ISSUE 

CLAIMS 21, 23 AND 25 ARE NOT OBVIOUS 
WITHIN THE MEANING OF 35 U.S.C. §103 BY OUELLETTE ET AL. [USP 
5,581,243; "OUELLETTE"] IN VIEW OF DUNTHORN [USP 4,914,624] AND 
FURTHER IN VIEW OF YOSHIKAWA [USP 5,392,035] 

For purposes of the present appeal, the obviousness rejection of claim 21 is 
deemed addressed in the above discussion conceming claim 7. Applicants adopt here 
the arguments set forth conceming claim 7. Thus, for this reason claim 21 is 
patentable over the cited reference. 

For purposes of the present appeal, the obviousness rejection of claim 23 is 
deemed addressed in the above discussion conceming claim 11. Applicants adopt 
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here the arguments set forth concerning claim 11. Thus, for this reason claim 23 is 
patentable over the cited reference. 

For purposes of the present appeal, the obviousness rejection of claim 25 is 
deemed addressed in the above discussion concerning claim 14. Applicants adopt 
here the arguments set forth concerning claim 14. Thus, for this reason claim 25 is 
patentable over the cited reference. 

FIFTH ISSUE 

CLAIM 19 IS NOT OBVIOUS WITHIN THE MEANING 
OF 35 U.S.C. §103 BY OUELLETTE ET AL. [USP 5,581,243; "OUELLETTE"] AND 
FURTHER IN VIEW OF APPLICANT'S ADMITTED PRIOR ART ["AAPA"] 

For purposes of the present appeal, the obviousness rejection of claim 19 is 
deemed addressed in the above discussion conceming claim 1, Applicants adopt here 
the arguments set forth conceming claim 1. Thus, for this reason claim 19 is 
patentable over the cited reference. 

SIXTH ISSUE 

CLAIMS 21, 23 AND 25 ARE NOT OBVIOUS WITHIN THE MEANING OF 
35 U.S.C. §103 BY OUELLETTE ET AL. [USP 5,581,243; "OUELLETTE"] IN VIEW 
OF DUNTHORN [USP 4,914,624] AND FURTHER IN VIEW OF APPLICANT S 

ADMITTED PRIOR ART ["AAPA"! 

For purposes of the present appeal, the obviousness rejection of claim 21 is 
deemed addressed in the above discussion conceming claim 7. Applicants adopt here 
the arguments set forth conceming claim 7. Thus, for this reason claim 21 is 
patentable over the cited reference. 
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For purposes of the present appeal, the obviousness rejection of claim 23 is 
deemed addressed in the above discussion conceming claim 4. Applicants adopt here 
the arguments set forth conceming claim 11. Thus, for this reason claim 23 is 
patentable over the cited reference. 

For purposes of the present appeal, the obviousness rejection of claim 25 is 
deemed addressed in the above discussion conceming claim 14. Applicants adopt 
here the arguments set forth conceming claim 14. Thus, for this reason claim 25 is 
patentable over the cited reference. 
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APPENDIX A 

1 . A virtual keyboard comprising: 
a display for displaying a keyboard; 

a transparent pressure-sensitive panel disposed on the display; and 
a processor for receiving information of positions detected and sent in a time 
sequence from the pressure sensitive panel when a special key is first pushed and 
thereafter when both of the special key and a general key are pushed at the same 
time, identifying a position of the pushed general key according to the received 
position information and outputting a code corresponding to the combination of the 
pushed special key and the general key corresponding to the identified position. 

2. A virtual keyboard as defined in claim 1, wherein one of the received 
position information, when both of the special key and the general key are pushed at 
the same time, is a furthest returning position from the special key and wherein the 
position of the general key is determined by doubling a distance between a start 
position and the furthest returning position. 

3. A virtual keyboard as defined in claim 1, wherein a distance between a 
position of the first pushed key and a furthest returning position, when both of the 
special key and the general key are pushed at the same time, that are of the 
information of positions detected in a time sequence is doubled to identify the position 
of the general key. 



A-1 



4. (AMENDED) A virtual keyboard comprising: 
a display that displays a keyboard; 

a transparent pressure-sensitive panel disposed on the display; and 
a processor that receives information of positions detected and sent in a time 
sequence from the pressure sensitive panel when a special key is first pushed and 
thereafter when both of the special key and a general key are pushed at the same 
time, that identifies the pushed general key by determining a position of the pushed 
general key according to the received position information of the first pushed key and 
the pushed combination of the special key and the general key and that outputs a 
code corresponding to the combination of the pushed special key and the identified 
general key. 

5. A virtual keyboard as defined in claim 4, wherein: 

one of the received position information, when both of the special key and the 
general key are pushed at the same time, is a furthest returning position from the 
special key in the information of positions detected in a time sequence, and 

the position of the general key is determined by doubling a distance between a 
start position and the furthest position. 

6. A virtual keyboard as defined in claim 4, wherein a distance between a 
position of the first pushed key and a furthest retuming position, when both of the 
special key and the general key are pushed at the same time, that are of the 
information of positions detected in a time sequence is doubled to identify the position 
of the general key. 



7. (AMENDED) A virtual keyboard comprising: 
a display for displaying a keyboard; 

a transparent pressure-sensitive panel disposed on the display; and 
a processor; 

wherein the processor is configured and arranged: 

(1) to receive information of positions detected and sent in a time 
sequence from the pressure sensitive panel, the position information provided 
including when a special key is first pushed and thereafter when both of the 
special key and one of a plurality of general keys are pushed at the same time, 

(2) to determine a target position using the received position information 
of when the special key is pushed and when both of the special key and said 
one general key are pushed, and 

(3) to determine which of the plurality of general keys corresponds to the 
determined target position. 

8. The virtual keyboard of claim 7 wherein the processor is further 
configured and arranged to output a code corresponding to the combination of the 
pushed special key and the determined general key. 

9. The virtual keyboard of claim 7, wherein to determine the target position . 
the processor is configured and arranged to determine the position of the pushed 
special key, to determine a furthest retuming position using the position information 
detected and sent in a time sequence when both the special key and the general key 
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are pushed, and to calculate a distance between the special key and the furthest 
returning position. 

10. The virtual keyboard of claim 9, wherein to determine the target position 
the processor is further configured and arranged to calculate a position using the 
determined position of the pushed special key and doubling the calculated distance 
between the special key and furthest returning position. 

11. A virtual keyboard comprising: 
a display for displaying a keyboard; 

a transparent pressure-sensitive panel disposed on the display; and 
a processor; 

wherein the processor is configured and arranged to: 

(1) receive information of positions detected and sent in a time sequence 
from the pressure sensitive panel, the position information provided including 
when a special key is first pushed and thereafter when both of the special key 
and one of a plurality of general keys are pushed at the same time, 

(2) determine a target position using the received position information of 
when the special key is pushed and when both of the special key and said one 
general key are pushed, including to determine the position of the pushed 
special key, to determine a furthest returning position using the position 
information detected and sent in a time sequence when both the special key 
and the general key are pushed, and to calculate a distance between the 
special key and the furthest returning position, 
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(3) determine which of the plurality of general keys corresponds to the 
determined target position, and 

(4) output a code corresponding to the combination of the pushed special 
key and the determined general key. 

12. The virtual keyboard of claim 11, wherein to determine the target 
position the processor is further configured and arranged to calculate the target 
position using the determined position of the pushed special key and doubling the 
calculated distance between the special key and furthest returning position. 

13. The virtual keyboard of claim 12, wherein the detected positions in a 
time sequence are established using a coordinate system, and wherein the position 
being calculated is calculated using each of coordinate position(s) of the pushed 
special key and doubling a calculated distance for each coordinate axis of the 
coordinate system, the calculated distance being representative of the distance 
between the special key and the furthest returning position. 

14. A method for determining one of a plurality of general keys of a virtual 
keyboard being pushed in combination with a special key being pushed at the same 
time, comprising the steps of: 

pushing the special key; 

pushing both of the special key and the one of the plurality of general keys; 
releasing both of the special key and one of the plurality of general keys; 
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detecting positions in a time sequence from a pressure sensitive panel of tiie 
virtual keyboard, the detected positions including when the special key is first pushed 
and thereafter when both of the special key and the one of the plurality of general keys 
are pushed at the same time, 

determining a target position using the detected positions of when the special 
key is pushed and when both of the special key and the one of the plurality of general 
keys are pushed, and 

determining which of the plurality of general keys corresponds to the 
determined target position. 

15. The method of claim 14, further including the step of outputting a code 
corresponding to the combination of the pushed special key and the determined 
general key. 

16. The method of claim 14, wherein said determining the target position 
includes: 

determining a position of the pushed special key when only the special key is 
being pushed; 

determining a furthest returning position using the detected position 
information when both the special key and the one of the plurality of general keys are 
pushed at the same time; and 

calculating a distance between the special key and the furthest returning 
position. 



17. The method of claim 16, wherein said determining the target position 
further includes calculating a target position using the determined position of the 
pushed special key and doubling the calculated distance between the special key and 
furthest returning position. 

18. The virtual keyboard of claim 1, wherein the transparent pressure- 
sensitive panel is of a type where a position in each of the x and y directions is 
determined using a divided resistance technique. 

19. The virtual keyboard of claim 1, wherein the transparent pressure- 
sensitive panel includes: 

a plurality of resistance wires being arranged to extend in a first direction; 

a plurality of resistance wires being arranged to extend in a second direction, 
the first and second directions being at an angle with respect to each other; and 

two pairs of electrodes where the plurality of resistance wires in the first 
direction extend between and are electrically coupled to one of the pair of electrodes 
and the plurality of resistance wires in the second direction extend between and are 
electrically coupled to. the other of the pair of electrodes. 

20. The virtual keyboard of claim 7, wherein the transparent pressure- 
sensitive panel is of a type where a position in each of the x and y directions is 
determined using a divided resistance technique. 



A-7 

I 



2 1 . The virtual keyboard of claim 7, wherein the transparent pressure- 
sensitive panel includes: 

a plurality of resistance wires being arranged to extend in a first direction; 

a plurality of resistance wires being arranged to extend in a second direction, 
the first and second directions being at an angle with respect to each other; and 

two pairs of electrodes where the plurality of resistance wires in the first 
direction extend between and are electrically coupled to one of the pair of electrodes 
and the plurality of resistance wires in the second direction extend between and are 
electrically coupled to the other of the pair of electrodes. 

22. The virtual keyboard of claim 11, wherein the transparent pressure- 
sensitive panel is of a type where a position in each of the x and y directions is 
determined using a divided resistance technique. 

23. The virtual keyboard of claim 11, wherein the transparent pressure- 
sensitive panel includes: 

a plurality of resistance wires being arranged to extend in a first direction; 

a plurality of resistance wires being arranged to extend in a second direction, 
the first and second directions being at an angle with respect to each other; and 

two pairs of electrodes where the plurality of resistance wires in the first 
direction extend between and are electrically coupled to one of the pair of electrodes 
and the plurality of resistance wires in the second direction extend between and are 
electrically coupled to the other of the pair of electrodes. 



A-8 



24. The method of claim 14, wherein each of the positions detected and sent 
in a time sequence from the pressure- sensitive panel is detected using a divided 
resistance technique. 

25. The virtual keyboard of claim 14, wherein the pressure-sensitive panel 
includes: 

a plurality of resistance wires being arranged to extend in a first direction; 

a plurality of resistance wires being arranged to extend in a second direction, 
the first and second directions being at an angle with respect to each other; and 

two pairs of electrodes where the plurality of resistance wires in the first 
direction extend between and are electrically coupled to one of the pair of electrodes 
and the plurality of resistance wires in the second direction extend between and are 
electrically coupled to the other of the pair of electrodes. 
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Explanation of how one can determine the furthest returning position without 
knowing the position of the general key. 

Suppose that three of the keys comprising the keyboard are defined as follows; 

Suppose that the area or locus of "Shift" key is in a rectangle with the 4 
apexes at the following coordinates: (X,Y)=(5,5),(15,5),(15,15),(5,15). 

Suppose that the area or locus of "x" key (a lower case key) is in a 
rectangle with tfie 4^ apexes at the following coordinates: 
(X,Y)=(25,5),(35,5),(35,15),(25,15). 

Suppose that the area or locus of "r" key ( a lower case key) is in a 
rectangle with the 4 apexes at the following coordinates: 
(X,Y)=(45,45),(55,45),(55,55),(45,55). 



SINGLE KEY PRESSED 

Now suppose that only the "x" key is depressed or pushed. From the 
attached Tabulation of Detected Positions and Distance from Starting Position 
for trace A, it can be seen that all positions are located in the area of the "x" 
key. Thus, the processor generates the character "x" the lower case alphabetic 
character. 

For purposes of illustration Figure aa attached hereto shows the loci of 
the "x" key and the detected coordinate positions for each of the time sequenced 
detected points on the within Tabulation. 



TWO KEYS PRESSED 

Now for the case when both the "Shift" and "r" keys are to be depressed. 
From the attached Tabulation of Detected Positions and Distance from Starting 
Position for trace B, it can be seen that the starting position and the end 
position are located in the area of Shift key. 

As also shown in the tabulation, a distance from the starting point is 
calculated for every detected point for each time interval. The processor 
compares each calculated distance and then determines the detected position^- 
(i.e., X,Y coordinates) that corresponds to the furthest position from the starting 
position. In the case of the illustrative example, the furthest calculated 
distance is 28.8 units corresponding to time =1.7 sec. and also corresponding 
to X,Y coordinates of 30,30. These coordinates also correspond to the furthest 
returning position. 

The processor then calculates the X,Y coordinates of the target position 
by means of the following relationships 

Xt = Xsp + 2 (Xfp -Xsp) 

Yt = Ysp 2 (Yfp -Ysp) 

where: 

Xt: is the x coordinate of the target position 

Xap: is the X coordinate of the starting position 

Xfp: is the X coordinate of the furthest returning position 

Yt: is the y coordinate of the target position 

Ysp: is the y coordinate of the starting position 

Yfp: is the y coordinate of the furthest returning position 



Inputting the x and y coordinates from the attached tabulation 
corresponding to the starting position and the furthest returning position into 
the above, results in the following ( also would be calculated by the processor): 

Xt- 10+2*(30- 10)=2*30- 10=50 

Yt= 10+2*(30- 10)=2*30- 10=50. 

Thus, the processor would find that the target position is {X,Y)=(50,50). 
This is within the area bounded by the "r" key. With this simple scheme, a 
person can determine the furthest returning position (30,30) without the 
position of the general key. Furthermore one can determine that the secondly 
pushed position is (50,50). 

Because it is determined that both the shift key and the ''r^ key were 
depressed at the same time, the processor generates the character "R"(upper 
case letter). 

For purposes of illustration Figure bb attached hereto shows the loci of 
the "Shift" key, the "r" key and the detected coordinate positions for each of the 
time sequenced detected points provided on the Tabulation 
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Dsp = V AX2 + AY2 
where AX and AY are determined as follows 

AX = Xip - Xsp 

AY = Yip-Ysp 
and where 

Dsp is the distance from the starting position 
Xip is an X coordinate for one of the times a measurement is to be 
made (e.g., 1.7 seconds) 

Xsp is the X coordinate of the starting position 

Yip is the Y coordinate for the same time as when Xip is determined 

Ysp is the Y coordinate of the starting position 

For example, the distance from the starting point at the time of T = 1.7 
seconds is determined as follows: 

Dsp- V (30-10)2 + {30-10)2 
Dsp = V 202 + 202 
Dsp = 28.3 
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I, Katsuya Nakagawa, declare as follows: 

1. I am the sole inventor of the subject matter described and claimed in the 
patent application U.S.S.N. 09/006,363, filed on January 13, 1998 and otherwise 
identified above. 

2. This declaration is being submitted to address certain incorrect conclusions 
reached by the Examiner as to the teachings and disclosure of the principal reference 
cited by the Examiner jOuellette et al., USP 5,581,243, "Ouellette"] as well as to 
correctly describe the operation and limitations of a transparent pressure sensitive 
panel as included in the claims of the present invention. 
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3. Before discussing the references, it is first necessary to xinderstand the 
operations and limitations of a transparent pressure sensitive panel as described in 
the present invention and as is known to those sldlled in the art. 

4. There is shown in annotated FIG. 1 (see Appendix, Tab A) a structure of a 
pressure sensitive panel that includes several hundreds to several thousands of fine 
wires 10 that are arranged along the x-axis and y-axis respectively. The panel also 
includes two (2) pair of electrodes 1 1; one pair of electrodes is connected to the fine 
wires 10 extending in the x- direction and the other pair of electrodes is connected to 
the fine wires 10 that extend in the y-direction. 

5. As described in the subject application on page 5 thereof, when pressures is 
appKed to single area or point 20 of a pressure sensitive panel, two resistance wires, 
one in the x-direction and one in the y-direction contact each other and conduct at 
this point 20, as more clearly shown in FIG. 2A (see Appendix, Tab B). 

6. As shown in annotated FIG. 2A, a voltage is applied across the terminal 
electrode pair 1 1 for the wire extending in the x-dircction and a first output is 
obtained across the terminal electrode pair for the wire that extends in the y-direction. 
This first output value, corresponding to a divided resistance, is amplified to determine 
a position of the point along the x-axis or in the x-axis direction. Similarly, and as 
shown in annotated FIG. 23 (see Appendix, Tab B), a voltage is applied across the 
terminal electrode pair 1 1 for the wire extending in the y-direction and a second 
output is obtained across the teiminal electrode pair for the wire that extends in the x- 
direction. This second output vahie, also corresponding to a divided resistance, is 
amplified to determine a position of the point along the y-axis or in the y-axis 
direction. In sum, the foregoing describes a process by which the x, y coordinates are 
deteimined for a position on the pressure-sensitive panel at which pressure is being 
appUed. Stated another way, the foregoing describes a process by which the x, y 
coordinates for determining where the pressure-sensitive panel is being touched. 
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7. Because all of the wires extending in the x-direction are all electrically 
connected to the one terminal electrode pair and because all of the wires extending ii 
the y-direction are aU electrically connected to another tenninal electrode pair, if 
pressure is applied to more than one point on the pressure sensitive panel, for 
example two points, one cannot determine the x, y coordinate corresponding to each 
point where pressure is being applied. This is so because in a pressure-sensitive 
panel the output is across the terminal electrode pair not across the indiiMual urires 
connected to the electrode terminal pair. 

8. Thus, when pressure is applied to more than one point on the pressure- 
sensitive panel at the same time, only one output is provided for the x-direction and 
only another output is provided for the y-direction. There cannot be outputtcd an x, 3 
coordinate output that corresponds to one area where pressure is being applied and a 
second X, y coordinate output that corresponds to one area where pressure is being 
applied. This is precluded by the electrical arrangement of the pressure-sensitive 
panel as illustrated in FIG. 3 of the subject application (see Appendix Tab C). This 
also is consistent with Dunthom that teaches and discloses that some point other 
than the areas being pushed is detennined, 

9. In contrast, for a conventional keyboard, each key is uniquely identifiable 
because an output unique to each key is outputted when the key is depressed or 
otherwise actuated. 

10. In a conventional keyboard, the shift key is utilized to alternate between 
the lower case and the upper case functionalities. Thus to print out a capital A, a 
typist or user depresses the shift key and whae the shift key remains depressed the 
"A" letter key also is depressed. Similarly, if one wants to type an exclamation point 
("I"), the typist depresses the shift key and while the shift key remains depressed the 

number key also is depressed. • After either the capital A or the exclamation point is 
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printed, depicted on the screen or typed on the paper, the typist releases the letter/ 
number key and the shift key assuming that no more capital letters for example are to 
be typed. 

10, As indicated above in paragraphs 7-8, it is not possible to separately 
determine the locations of each point where pressure is being applied on a pressure- 
sensitive panel if this pressure is being applied to more than one area at the same 
time. Thus and as described in the subject application, when using a pressure 
sensitive panel a typist cannot use or follow the procedure one would use with a 
conventional keyboard. Instead, another procedure has been developed for use with 
conventional pressure-sensitive panels such as of the type shown in FIG. 1 of the 
subject application. 

1 1, In this other procedure, the typist first applies pressure to the area of the 
panel corresponding to the location of the shift key so as to change the input mode to 
the capitalization input mode. The typist then releases the shift key and then applies 
pressure to the area of the panel corresponding to the location of the desired capital 
letter/ punctuation mark key to be stricken. After the desired capital letter/ 
punctuation mark is outputted, the typist then stops applying pressure to the area of 
the capital letter/ punctuation mark key. Assuming that the capitalization input 
mode is no longer required, the typist again applies pressure to the area of the panel 
corresponding to the location of the shift key so as to release the capitalization input 
mode, 

12, Because only one area of the pressure-sensitive panel is being pressed at a 
time in this technique, the x, y coordinates corresponding to the area being touched or 
pushed can be determined in the fashion described above and as described the subject 
appKcaUon (e.g., see FIGS. 2A,B thereof). 
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13. It should be recognized that the foregoing is essentially the same procedure 
described in the principal reference cited in connection with the prosecution of the 
Ouellette patent, namely Auer at al. (USP 4,725,694, "Auer") a copy of which is 
provided in Appendix Tab D. See for example, FIG. 7 of Auer and the discussion at 
col. 5, lines 1-20. See also Dunthom (USP4,914,624J, coL 1, lines 10-5.5. 

14. There is described in column 5, lines 4-32 of Ouellette a process for 
determining a touch on the touch screen 24, Therein it is provided that each touch is 
defined by a five-character coordinate set. It also is provided that by establishing a 
voltage dhdder circuit, the iouc/i produces voltage signals detectable by the touch 
screen controller 18 which are representative of the average Cartesian coordinates in 
the X- and y-directions of the touched area of the screen. 

15. There is no discussion in these lines of column 5 that more than one area 
of the screen is or can be being touched at the same time. It is dear that this 
discussion describes a process where coordinates are determined for the area being 
touched and nothing more. In sum, column 5 nowhere describes a technique in 
which coordinates are and can be determined if more than one area on the screen is 
being touched at the same time. 

16. Reference also is made to the discussion in column 1, lines 51-63 of 
Ouellette, that is a part of the discussion of the Background of the invention. 

17. It should first be noted that this discussion in Ouellette does not provide or 
state that a virtual pressure-sensitive keyboard functions the same way as a 
conventional keyboard. It also does not state or provide that a typist would use the 
same typing technique as a conventional keyboard as when using virtual pressure- 
sensitive keyboard. 
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18, It appears that such a conclusion is being inferred because the language 
provides that the user would touch the touch sensitive-panel on the displayed keys in 
the same fashion that a typist uses a conventional typewriter and because of the 
parenthetical which provides capital or lower case letters depending on whether the 
displayed shift key is touched. 

19. Whatever this discussion in Ouellette was intended to convey or describe, it 
was not and could not have meant that a user would touch the touch sensitive panel 
on two displayed keys, one being the shift key, at the same time so as to generate for 
example a capital letter. As indicated in the discussion above in paragraphs 4-12, at 
the time the application maturing into the Ouellette patent was filed, a touch sensitive 
panel was limited by its construction so it could be used to only determine the x-, y- 
coordinates of an area being touched. If more than one area were touched at the same 
time, the position being determined would not correspond to either of the areas being 
touched. See also paragraphs 7-8 above, 

20. Thus, and contrary to the inference and conclusion being drawn in the 
Office Action, a virtual keyboard including a touch or pressure sensitive panel cannot 
function the same way as a conventional keyboard- 

I, the xmdersigned Katsuya Nakagawa, declare further that all statements made 
herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by fine or 
imprisonment, or both under Section 1001 of Title 18 of the United States Code and 
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that such willful false statements may jeopardize the validity of this application or any 
patent issuing thereon. 
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APPENDIX 

Tab A Annotated FIG. 1 from USSN 09/006,363 

Tab B Annotated FIGS. 2A,B from USSN 09/006,363 

Tab C Annotated FIG. 1 from USSN 09/006,363 

Tab D USP 4,725,694 
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-^p^iTAi-p TMc^« advantages of complex coraputing capability and 

COMPXTTER I^a•ERFACE DEVICE ^ccctt to large data bases. ^ ^ 

-nrrHNTCAL HELD ^ accordance >^th another fcaitire of the present 

TECWJ^-Ai- riiii-L; inventioo. the ponaWe tcnmnai can be used to simulate 

Tya inventiofl relates to computer and computer ^ ^ t^^^^ keyboard, a iiandard telephone key pad. a 

^«nafawl», and luore particularly, to wnaJJ, compact aad JtamJard numerical key pad, a sieaographic machine, or 

h'^t-weight tenoinal devices for coBiputerg aod com- standard finger-operated date tnput dcvica 
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BACKGROUND OF TOE INVEOTION 10 display device, cither at different times or at dK[ 
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portable computcis arc sometimes called "smarT termi- I« ^ ^ simulated keyboard t& dfaplaycd 

nth or personal computers or worlc stations. While such "^^^ alphabetic input is appropri* 

flit screen devices substantially reduce the size of com- « numerical key pad is displayed only when nu- 

pot£r icnninaJs, the standard keyboard, key pads, o»cric bput is appropriate, a telephone key pad is dis* 

"mice," and other input devices have required that even played only when a telephone number must be supplied 
"portable" terminals be relatively bulky deipite the thin ^ and so fonh, 
screen display. 

It is also well-known to provide a tooch-^cemitive DESCRIFHON OF THE DRAWINGS 

display screen for computer lenoinaK By touching the . FIO. 1 is a plan view of a computer lumin^ in accor- 
screea at or near indicia dlspbyed on the screes, the „ dance with the present inveoU'on; 

u» can sdect acttons or graphic display portions for FIG. 2 is a side view of the computer terminal of 

fiirthcr consideration or action. Thus, fa response to a HG- J; 

touch, D command can be selected from a menu for FIG. 3 is an exploded pcnpective viexy of lie tenni* 

execution, a graphical element can be aclected for ca- nal of the present invenrion showing the construction of 
J^goacnl, movement or replication, or a data file cau 30 the multilayer screen; 

be selected for processing. Such touch-responaive sclcc- HG. ^ is a graphical representation of a standard 

nom have the disadvantage, however, of being totally typewriter keyboard display foruse with the U^nrnj^ of 

Ocpcndcni on the Bpenfic application for which they the present invention; 

were doigncd. General purpose input devices, such as FIG. 5 is a graphical reprtsenution of a telephone 

ty^wnler^typa keyboards, were therefore also neccs- 33 key pad display for use with the temmiaJ of the present 

sary for generalized inputting. invention; 

SUMMARY OF THE INVENTION ^ ^ ^ graphical rcpr«entaik>n of » disptlay for a 

^nT^r^rA^^^r. '.t-.v ^ , . Jpeaal application of the tcrmbal of the present inven- 

In BccortJance with the illuswative embodiment of the tion in the ho«ntJ environment; 

f/^liT'""^";^ ^^y^^* T'P^ computer 40 FIO. 7 is a flowchart showing one sppHcatioa of the 

ofS^r.nl^'^^'^"''"-^^^ type^ter alphanumeric ASCniS«to^^ 

of the display joriace la used to simulate a rtandarcS trol s computer « wn- 

KSr!! ^'^r.f^?'^'*^ 'y^^ no. 8 is a detaaed Wocl, diasrao of the electrical 

^IT^ ? louch-tone numencal telephone teypad. 45 circuits of the terminal of FIGS. X throush ^ and 

S^ultaneously with the disp ay of the simulated input FIG, 9 is a block diagram of aneaSti^of a 

S2 J'J.f the display corTesj«>rvding to spe- computer system in whkh the t^inrof RGS 1 

afic ai^s (alphanumcncs, for example) are correlatefi through S might be a part. 
With the generation of the corresponding agnaK 

ASCII codes, for ewiple. ^ DETAILED DESCRIFTION 

diLT^S ^S'n™'^^""'^ "^"^ n more particularly to the drawings, F1GS.2 

S^Jt^.r^^ r^^""" COT serve kU of the and 3 are plan and elevatten views, re«pec|)dy, of a 

mput aad output needs of a computer tenmnaL A pre portable cbaputcr terminal i«^^o^^ U)e 

BTOcdimcroprocasor associated with the tcnniaal iUoatraiive embodiment of the preSveatfoT^ 
^^L^'^t displays and g^ate 55 be seen in Fia a, the tS^IHL ^ p W 

^^^ate signdsm response to to«c^ &cco H aiMi 13 m an angle to e^ other, Pla^^a^ 

^^i""^ of the «:reea. Such a de- il i«J„des as opening 22 which p^ 

rvS^,S^.!l^-T%^^ ^"f^^^^ to a fiat scr^ display divice ia^ of termmal t M 

Mblecomputer tenmndg. True pombiKty of a coi&> caa best be teea in FIO. 2, the plsaa? sur^ees U and M 

&f nS^Hv""- ^^'^"'^ «ven. eo define an angle of appt^t^ri^^S^^^^^ 

^^S^^^^i "^"^ ^"^^ A retSctae c^ U. may be itttSS teS 

.r ^»emnnal to be used as on 10 as means for connecting l^^nmSlO to o^mS 

St^^J^JtV*^ '^'^'^ ttchnology, to ^v^ rjdto w.ve^ infrs-r.d'^m^^SS^^S 
amicompuiOT or large BiBiB frame computeia to obtain aedia. wiraese 



20flifiifl2iB"io^49i} mmm ■ " no -^n p. 22 

4,725,694 

tioa, J^' ^ t^erc is shown «n wpJoded view of por- 
thedl r *^'n3J 10 ro i/JuJiraie fhc conjiructioo of 
su/fe^ 1 ^ screen eJcmcnrs which Cn into opening of 
It jyjj iJkpJay fij-ea coitptwj a flii electroJu- 

jft, tod a iraflsparene protective layer 17. These 

^yerg arc iamdwichcd toselhc/ and are vjabJe 
^"gh the opcfting 12 on wrfacc H. Flat jcreen dij. 
P^y <Jevices are wcU-knov/D in the an and ^v^U noc be 

, SbniJarly. touch-jenwuVe layer le « aj3o welJ.lm«um ""^^^^^ numencai keyboard iaa h^^A^Li'"^^ "i^^^ " 
« the m »>d wiJI iiot be Amhcr di^^Tu Jf^^ P**'^8 numerical data o7a s^^h^^^^^'^^ 
abowa io HO. 3 are the electricXi^ « «hown in FIG 4 11^!?^ typcv^nter key- 

thfs human fingertip. " "»« Each of the display, stownt SA'?^ °' '"Tonnaffon. 

ft wfll be DOleO that the tenninal device JO i« ^ " "conLi^Kev fi'^ ' "^t * 

to be reJaUvely thin stid tmoii rf"^^/" » «'«'gned the dlipjay m wh«i«,.r?- i ' " "^"l re^nm 
Moreover. th/,S3^S S^..?!:^ r'*.''^'^- ^V^yr^ZVT" T 

5»vendo„.the.^''iS ,oS^'5.^;* *«i~*''» .'S"'^." "'"^"^ »h« 

on which there hI^ v' » display jurftcc 20 defined^ »^ which «e lo represent key weas are 

keyboard ^h^r>^S'^Jj^^n^''y,'>l « *2lbfSe iSL'2r*^""*'.'"'' 
Ptoyed keyboard* iad m ? ^ WIed with hhtif . ' ^t>1»yed key bw,«s aft la. 

dcvfce for '^<J^pbl^i„SL5,^!f ^ «>P« «t«; oiS'^^J^- 1«8 35, the z-y eoortf^ 
»Undard text T1.r t iT^^.**^''*" inpuN fin«fl » « P®"" coaipand to the ormi^ 

telephone key pj ^i, '° » ^^^"f^ ^8*^ 

Ph™ «nneS^to^^! tele- c,^^"^,'^?'^^'*^* point on the «:mn 

data ba«, whe„'"dS'^^^'^P«"«« ^^.'^^ «' S?d«<^J£^'^ ''^^ '^'^ 
^Vy, and as illurtra^t- sio**"^ °^ Itt aenlwS-H ,1^® pmticolay character or 
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ffizy. If so, box 39 « «^ed to eraie curreat 73 aJso associated with thf iostnial are liltewifte con 

itSeJlJ^ t ^vith compu,^^^:^s 75 to ct^ 

vahic« of th^ws, capj^ iciicf rsthtr than tower outpauent data mto minwxmDnteni t^rvWnff each 
c^Jette«Jn^,«nii^esti»ndardte^^ 5 clinics 73. Suuidard^M^!!^!^ 

StofSi^^Iabded in b«x li, « • ^"^^ regmraiioa. bilJmg aijd finandal aSd^ 

t^e Keys aje rwawea m box 38, boa 34 ij xe- 'o^^^y^ ttiiicthjis. Other hatw^ff^t LCl^t^^i^ ^^^i. 
enicrcd ro awau he nc;Et (ouch on the screen sur/ke. If as laboratories, ph^acwtiS'^S^^ 
ihelc.y,ouch«li4nota^,ftkey.tb^^ 10 desb. and so fonCS JSt^^^^^^^ 

delete, the typewriter di3p,.y^^^^^^^ 

diipJay which wa. „vcd in box 3 J, If the contS»iic Itey ^^^x^^^h^^V ^! 

was cot ujuched, then box 41 is entered, and the ASOI crp«s3^sT„<^ J sub-sytons en- 

vniLie of iJie Icey that was touched is tr^^mitied to the ompSrpu^X a^ Z T^'^'^l "'"^ .f 
conn«:ted computer or transmission Unt TTiei^ftcr, 20 S dS^?tiS^ S^^^ J}' 

ba« ,8 agam reentered to await the next touch on the wlun fan e^Iu^Jt « 1, »erve extremely 

touch-BowiUve screen. IItL cnviromncnt as weD as the hospital 

What is clauned is: 



Rcfttnng more pwtictilarly to FIO. %, there is shown 
?ft ^ ^^Srtra of the intenjaj circmtry of tha tcmnna] 
ID. Tlie inienxal circuitry of terminal 10 comprise^ 25 
amon^ other iMngs, the flat d«pky iS and the toucb- 
wnsitive screcB 16. A decoder circuit 50 is responsive to 
the touch screen U and transiates the output fronj 
, tonch-sensitivc screen U (which may well be analog 
electncal signals) into x-y coordinate*. The touch 30 
r screen decoder circuit, in tum, conuaunfcates with the 
video controUcr 51 which maintains the keyboard di$. 
play 00 display device IS and compares the x-y coordi- 
nates of the couched point to the predefined x-y coordi- 
nates of the displayed screen. In r«poiise to matches, 35 
COniroUer 51 produces ASOI characters which 
oefrvercd to a central processor b computer 52: 

Video conlrvJlcr 51 and computer 53 may, as iUus- 
trated tn FlO. 5, be part of the hand-held terminal 10 In 
the altOTUtive, coDtroUer 51 and computer 52 may be 40 
rcmotefy located, and s flexible and rctXBctile cord used 
10 connect the portable elements 15, U and SO to the 
^aIance of the circuitry. In the alternative, this connec- 
tion c^m be had using wireless te^jhnology such as some, 
raoio or mfrarcd commnnication UnJcs. Indeed com- 45 

52 might weD comprue an cnuy point to a vast 
c^puter network includiiig large amounts of ex- 
frroely complex computation capability or access to 
databases, the contents of wHch may prove useful 
m lite parHcttJar application in which tenainal SO is 50 
T'V^l^'^'}^^ althongh smaB and Sim. 
pie M rtself, can be used aa an access mcchaniso to 
wuch iMKCf and much more complex datn processina 
0? data retrieval capabilities, p^^m^ 

^\Pf^^m}^^<^\txu^ W [8 shown in >3 

9 U PIG. % the terminal 10 la used as s bedside 
^«ma^ m a hospital parienf b room. Tnis, a terminal 

m the hospjtal and IS used much like the dipbonrd cosw 
^^^^^^^^^ manually for each patfenVs records. 60 
The bedside tenmnalfl 10 for each of L winlST«^ * 
connected to mcdium-sked computers, each onescrvic. 
«Dg one of the wards in the hospital. Tliese mim'-com- 
P^tos, m turn, are connected, via communication path 
•I- I ^^^J^^P^^^ n and 72 which inchidn 63 
^I'^^f^'l'^?'?' for each of the patients fin 
coinputer 71) or hospital inventory and diagnostic toob 
available in another computer It A plurality of clinics 



1* A terminal comprising 

a touch-sensitive electrohanioescent display surface 
for sxmnltancously displaying information and for 
3cccptto5 input information through a totxch- 
f esponsive area in said display surface, and 
means for coupling said surface to a digital computer 
for controlling said displaying and for storing and 
proccssmg said input information, and includine 
means for defining in said totich rcsponsjve area an 
esscnually arbitrary pattern A of primary infbnmi- 
tion subareas of said touch-rfcsponsive area for 
providing information, with each defined subairea 
devcJoping a preselected signal for said computer 
when touched, a subarea B for recalling o* previ- 
ously displayed pattern of primary informab'on 
nibarcas, and subareas C for cailmg op for display 
preselected other patterns of primary mfbrmation 
subaresa. 

2. The terminal of claim 1 wherein xaid subarea B and 
STibarpas C direct said computer to carry out the respec- 
tive functions when touched 

3. A method of siraulatiDg a typewriting keyboard on 
a^ioocb-scnsitivc di^Iay surface comprisbg the steps 

(a) cUspIaying a typewriter Itcyboard arrangement on 
^aid display surface; 

(b) responding to the touching of any of the key areas 
of said keyboard display by generating the electric 
wxle corresponding to the character assagaed to 
the touched key area, and 

(c) altering the labels on the key areas in response to 
the touching of a special key ares corrcspondkg to 
8 BtnA or control key to assigB dif!ieren« electric 
codts to these key areas correspondmg to the al- 
tered labeto, 

^ A tennisal comprising: 

D touch-sensiUve plasma display surfi^ce for sifiralt». 
neonsly displaying iafonaaiioa and for accepting 
input information ihrongh a ttwch-responsive area 
m said display surface, and 
means for coupling said rorftce to a digital computer 
for controJlmg said displaying and for storing and 
processOTg said input information, and including 
means for defining in said touch responsive area (a) 
an essentially arbitrary pattern of primary iaforma- 
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don uibareas of fiaid touch-fegponave ares for 
provtding Infonziatmr with each defined nzbarca 
drvdopiAg 1 preselected ^gnil for taid computer 
wfaen toocbedy (b) a subarca for recaDnig a previ* 
ooi)y djspiayed pattern of prunaiy infbnnBtion 5 



8 

rabareaSy and (c) svbareas for calliag tip for duplay 
preselected other patterns of prmtary infonsation 
subareai. 
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United States Court of Appeals, 
Federal Circuit. 

InreSANG-SU LEE. 

No. 00-1158. 

Jan. 18, 2002. 



Board of Patent Appeals and Interferences rejected 
all claims of inventor's patent application directed 
toward method of automatically displaying functions 
of video display device that demonstrated how to 
select and adjust functions in order to facilitate 
response by user. Inventor appealed. The Court of 
Appeals, Pauline Nevmian, Circuit Judge, held that 
analysis by Board did not comport with either legal 
requirements for determination of obviousness or 
with requirements of Administrative Procedure Act 
(APA). 

Vacated and remanded. 



West Headnotes 

111 Patents ^^113(6) 

291 kl 13(6) Most Cited Cases 

Tribunals of the Patent and Trademark Office (PTO) 
are governed by the Administrative Procedure Act 
(APA), and their rulings receive the same judicial 
deference as do tribunals of other administrative 
agencies. 5 U.S.C.A. § 551 et seq. 

[2] Administrative Law and Procedure ^^~^485 

15Ak485 Most Cited Cases 

f21 Administrative Law and Procedure C^507 

15Ak507 Most Cited Cases 

For judicial review to be meaningfully achieved 
within the strictures of the Administrative Procedures 
Act (APA), an agency tribunal must present a full 
and reasoned explanation of its decision; the agency 
tribunal must set forth its findings and the grounds 
thereof, as supported by the agency record, and 
explain its application of the law to the found facts. 5 
U.S.C.A. ^ 706(2) . 

131 Patents €=^113(6) 

291kl 13(6) Most Cited Cases 



Judicial review of a decision of the Board of Patent 
Appeals and Interferences denying an application for 
a patent is founded on the obligation of the agency to 
make the necessary findings and to provide an 
administrative record showing the evidence on which 
the findings are based, accompanied by the agenc/s 
reasoning in reaching its conclusions. 5 U.S.C.A. § 
551 et seq. 

HI Patents €=^3Li 

291k31.1 Most Cited Cases 

As applied to the determination of patentability vel 
non when the issue is obviousness, it is fundamental 
that the rejection of a patent application must be 
based on evidence comprehended by the language of 
the statute addressing obviousness. 35 U.S.C.A. § 
103 . 

151 Patents €=^16.5(1) 

291kl6.5(l) Most Cited Cases 

The patent examination process centers on prior art 
and the analysis thereof; when patentability turns on 
the question of obviousness, the search for and 
analysis of the prior art includes evidence relevant to 
the finding of whether there is a teaching, motivation, 
or suggestion to select and combine the references 
relied on as evidence of obviousness. 35 U.S.C.A. ^ 
103 . 

161 Patents €^26(1) 

291k26(l) Most Cited Cases 

In the context of an obviousness determination by the 
Board of Patent Appeals and Interferences, the 
factual inquiry whether to combine references must 
be thorough and searching; it must be based on 
objective evidence of record. 35 U.S.C.A. § 103 . 

121 Patents €==>iii 

291kl 1 1 Most Cited Cases 

Analysis of invention by Board of Patent Appeals 
and Interferences did not comport with either legal 
requirements for determination of obviousness or 
with requirements of Administrative Procedure Act 
(APA) on basis that agency tribunal did not set forth 
findings and explanations needed for reasoned 
decisionmaking; examiner used conclusory 
statements to support his subjective belief that it was 
obvious that person skilled in the art would have been 
motivated to combine prior art, and Board rejected 
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need for any specific hint or suggestion in particular 
reference to support combination of prior art. 5 
U.S.CA. $ 706(2) : 35 U.S.C.A. § 103 . 

M Patents €^26(1) 

291k26n) Most Cited Cases 

In an obviousness determination, the factual question 
of motivation to combine prior art is material to 
patentability, and cannot be resolved on subjective 
belief and unknown authority. 35 U.S.CA. § 103 . 

121 Patents €==>26(1) 

291k26(n Most Cited Cases 

121 Patents €=^111 

291kl 1 1 Most Cited Cases 

In an obviousness determination imder patent lav^, it 
is improper, in determining whether a person of 
ordinary skill would have been led to combine 
references, simply to use that which the inventor 
taught against its teacher; thus, the Board of Patent 
Appeals and Interferences must not only assure that 
the requisite findings are made, based on evidence of 
record, but must also explain the reasoning by which 
the findings are deemed to support the agency*s 
conclusion. 5 U.S.CA. § 706(2) : 35 U.S.CA. $ 
103 . 

1101 Administrative Law and Procedure ^^^507 

15Ak507 Most Cited Cases 

Deferential judicial review under the Administrative 
Procediure Act (APA) does not relieve the agency of 
its obligation to develop an evidentiary basis for its 
findings; to the contrary, the APA reinforces this 
obligation. 5 U.S.CA. $ 706(2) . 

fill Administrative Law and Procedure ^^^763 

15Ak763 Most Cited Cases 

[111 Administrative Law and Procedure ^^^796 

15Ak796 Most Cited Cases 

In the context of judicial review under the 
Administrative Procedure Act (APA), a decision by 
an agency tribunal that has an omission of a relevant 
factor required by precedent is both legal error and 
"arbitrary agency action." 5 U.S.CA. § 551 et seq. 

[121 Administrative Law and Procedure ^^^485 

15Ak485 Most Cited Cases 



[121 Administrative Law and Procedure C^760 

15Ak76Q Most Cited Cases 

The foundation of the principle of judicial deference 
imder the Administrative Procedures Act (APA) to 
the mlings of agency tribunals is that the tribunal has 
specialized knowledge and expertise, such that when 
reasoned findings are made, a reviewing court may 
confidently defer to the agenc/s application of its 
knowledge in its area of expertise; however, 
reasoned findings are critical to the performance of 
agency functions and judicial reliance on agency 
conpetence. 5 U.S.CA. $ 706(2) . 

[13] Patents €=>16(1) 

291kl6(n Most Cited Cases 

The determination of patentability on the ground of 
unobviousness is ultimately one of judgment; in 
furtherance of the judgmental process, the patent 
examination procedure serves both to find, and to 
place on the official record, that which has been 
considered with respect to patentability. 35 U.S.CA. 
1103. 

[141 Patents €==^16(3) 

291kl6(3) Most Cited Cases 

[141 Patents €^104 

291kl04 Most Cited Cases 

[141 Patents €^111 

291klll Most Cited Cases 

In the context of an obviousness determination, the 
patent examiner and the Board of Patent Appeals and 
Interferences are deemed to have experience in the 
field of the invention; however, this experience, 
insofar as applied to the determination of 
patentability, must be applied firom the viewpoint of 
the person having ordinary skill in the art to which 
said subject matter pertains. 35 U.S.CA. § 103 . 

1151 Patents €==>104 

291kl04 Most Cited Cases 

In finding the relevant facts, in assessing the 
significance of the prior art, and in making the 
ultimate determination of the issue of obvioxisness, 
the examiner and the Board of Patent Appeals and 
Interferences are presumed to act from the viewpoint 
of a person having ordinary skill in the art to which 
the subject matter pertains; thus, when they rely on 
what they assert to be general knowledge to negate 
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patentability, that knowledge must be articulated and 
placed on the record and the failure to do so is not 
consistent with either effective administrative 
procedure or effective judicial review. 5 U.S.C.A. $ 
706(2) : 35 U.S.C.A. § 103 . 

1161 Patents €=>iii 

291klll Most Cited Cases 

In the context of an obviousness determination, the 
Board of Patent Appeals and Interferences cannot 
rely on conclusory statements when dealing with 
particular combinations of prior art and specific 
claims, but must set forth the rationale on which it 
relies. 5 U.S.C.A. § 706(2) : 35 U.S.C.A. ^ 103 . 

1171 Administrative Law and Procedure ^^^326 

15Ak326 Most Cited Cases 

[171 Administrative Law and Procedure C^485 

15Ak485 Most Cited Cases 

fl71 Administrative Law and Procedure C^507 

15Ak507 Most Cited Cases 

Sound administrative procedure requires that an 
agency apply the law in accordance with statute and 
precedent; the agency tribunal must make findings of 
relevant facts, and present its reasoning in sufficient 
detail that the court may conduct meaningful review 
of the agency action. 5 U.S.C.A. $ 706(2) . 

Patents 

291k328(2) Most Cited Cases 

4,626,892 . Cited As Prior Art. 
*1340 Richard H. Stem, of Washington, DC, argued 
for Sang Su Lee. With him on the brief was Robert E. 
Bushnell . 

Sidney O. Johnson, Jr., Associate Solicitor, of 
Arhngton, Virginia, argued for the Director of the 
U.S. Patent and Trademark Office. With him on the 
brief were John M. Whealan, Solicitor, and Raymond 
T. Chen, Associate Solicitor. Of counsel were 
Maximilian R. Peterson and Mark Nagumo , 
Associate Solicitors. 



Before PAULINE NEWMAN, CLEVENGER. and 
DYK, Circuit Judges. 



PAULINE NEWMAN . Circuit Judge. 

Sang-Su Lee appeals the decision of the Board of 
Patent Appeals and Interferences of the United States 
Patent and Trademark Office, rejecting all of the 
claims of Lee's patent application Serial No. 
07/631,210 entitled "Self- Diagnosis and Sequential- 
Display Method of Every Function." [FNl] We 
vacate the Board's decision for failure to meet the 
adjudicative standards for review under the 
Administrative Procedure Act, and remand for further 
proceedings. 



FNl. Ex parte Lee, No.1994-1989 (Bd. 
Pat.App. & Int. Aug. 30, 1994; on 
reconsid'n Sept. 29, 1999). 



The Prosecution Record 

Mr. Lee's patent application is directed to a method 
of automatically displaying the functions of a video 
display device and demonstrating how to select and 
adjust the functions in order to facilitate response by 
the user. The display and demonstration are achieved 
using computer-managed electronics, including 
pulse-width modulation and auto-fme-tuning pulses, 
in accordance with procedures described in the 
specification. Claim 10 is representative: 

10. A method for automatically displaying 
functions of a video display device, comprising: 
determining if a demonstration mode is selected; 
if said demonstration mode is selected, 
automatically entering a picture adjustment mode 
having a picture menu screen displaying a list of a 
plurality of picture functions; and 
automatically demonstrating selection and 
adjustment of individual ones of said plurality of 
picture functions. 

The examiner rejected the claims on the ground of 
obviousness, citing the combination of two 
references: United States Patent No. 4,626.892 to 
Nortrup, and the Thunderchopper Helicopter 
Operations *1341 Handbook for a video game. The 
Nortmp reference describes a television set having a 
menu display by which the user can adjust various 
picture and audio functions; however, the Nortrup 
display does not include a demonstration of how to 
adjust the functions. The Thunderchopper Handbook 
describes the Thimderchopper game's video display 
as having a "demonstration mode" showing how to 
play the game; however, the Thunderchopper 
Handbook makes no mention of the adjustment of 
picture or audio functions. The examiner held that it 
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would have been obvious to a person of ordinary skill 
to combine the teachings of these references to 
produce the Lee system. 

Lee appealed to the Board, arguing that the 
Thunderchopper Handbook simply explained how to 
play the Thunderchopper game, and that the prior art 
provided no teaching or motivation or suggestion to 
combine this reference with Nortrup, or that such 
combination would produce the Lee invention. The 
Board held that it was not necessary to present a 
source of a teaching, suggestion, or motivation to 
combine these references or their teachings. The 
Board stated: 
The conclusion of obviousness may be made from 
common knowledge and common sense of a person 
of ordinary skill in the art without any specific hint 
or suggestion in a particular reference. 
Board op. at 7. The Board did not explain the 
"common knowledge and common sense" on which it 
relied for its conclusion that "the combined teachings 
of Nortmp and Thunderchopper would have 
suggested the claimed invention to those of ordinary 
skill in the art." 

Lee filed a request for reconsideration, to which the 
Board responded after five years. The Board 
reaffirmed its decision, stating that the 
Thiinderchopper Handbook was "analogous art" 
because it was "from the same field of endeavor" as 
the Lee invention, and that the field of video games 
was "reasonably pertinent" to the problem of 
adjusting display functions because the 
Thxinderchopper Handbook showed video 
demonstrations of the "features" of the game. On the 
matter of motivation to combine the Nortrup and 
Thunderchopper references, the Board stated that "we 
maintain the position that we stated in oiu: prior 
decision" and that the Examiner's Answer provided 
"a well reasoned discussion of why there is sufficient 
motivation to combine the references." The Board 
did not state the examiner's reasoning, and review of 
the Examiner's Answer reveals that the examiner 
merely stated that both the Nortrup fiinction menu 
and the Thimderchopper demonstration mode are 
program features and that the Thunderchopper mode 
"is user-friendly" and it functions as a tutorial, and 
that it would have been obvious to combine them. 

Lee had pressed the examiner during prosecution for 
some teaching, suggestion, or motivation in the prior 
art to select and combine the references that were 
relied on to show obviousness. The Examiner's 
Answer before the Board, plus a Supplemental 
Answer, stated that the combination of 



Thunderchopper with Nortrup "would have been 
obvious to one of ordinary skill in the art since the 
demonstration mode is just a programmable feature 
which can be used in many different device [s] for 
providing automatic introduction by adding the 
proper programming software," and that "another 
motivation would be that the automatic 
demonstration mode is user fiiendly and it fiinctions 
as a tutorial." The Board adopted the examiner's 
answer, stating "the examiner has provided a well 
reasoned discussion of these references and how the 
combination of these references meets the claim 
limitations." However, perhaps recognizing that the 
examiner had provided insufficient justification to 
*1342 support combining the Nortmp and 
Thunderchopper references, the Board held, as stated 
supra, that a "specific hint or suggestion" of 
motivation to combine was not required. 

This appeal followed. 

Judicial Review 

[1] Tribunals of the PTO are governed by the 
Administrative Procedure Act, and their rulings 
receive the same judicial deference as do tribunals of 
other administrative agencies. Dickinson v. Zurko, 
527 U.S. 150. 119 S.Ct. 1816, 144 L.Ed.2d 143, 50 
USPQ2d 1930 (1999) . Thus on appeal we review a 
PTO Board's findings and conclusions in accordance 
with the following criteria: 
5 U.S.C. § 706(2) The reviewing court shall- 
(2) hold imlawfiil and set aside agency actions, 
findings, and conclusions found to be- 
(A) arbitrary, capricious, an abuse of discretion, or 
otherwise not in accordance with law; 

4c :|c 3|c * 3|c 4c 

(E) unsupported by substantial evidence in a case 
subject to sections 556 and 557 of this title or 
otherwise reviewed on the record of an agency 
hearing provided by statute; 

r2 ][ 3 ] For judicial review to be meaningfiilly 
achieved within these strictures, the agency tribunal 
must present a frill and reasoned explanation of its 
decision. The agency tribimal must set forth its 
findings and the grounds thereof, as supported by the 
agency record, and explain its application of the law 
to the found facts. The Court has often explained: 
The Administrative Procedure Act, which governs 
the proceedings of administrative agencies and 
related judicial review, establishes a scheme of 
"reasoned decisionmaking." Not only must an 
agency's decreed result be within the scope of its 
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lawful authority, but the process by which it 
reaches that result must be logical and rational. 
Allentown Mack Sales and Service, Inc. v. National 
Labor Relations Bd, 522 U.S. 359, 374, 118 S.Ct. 
818. 139 L.£d.2d 797 (1998) (citation omitted). This 
standard requires that the agency not only have 
reached a sound decision, but have articulated the 
reasons for that decision. The reviewing court is thus 
enabled to perform meaningful review within the 
strictures of the APA, for the court will have a basis 
on which to determine "whether the decision was 
based on the relevant factors and whether there has 
been a clear error of judgment." Citizens to Preserve 
Overton Park v. Vohe. 401 U.S. 402, 416, 91 S.Ct. 
814. 28 L.Ed.2d 136 (1971) . Judicial review of a 
Board decision denying an application for patent is 
thus founded on the obligation of the agency to make 
the necessary findings and to provide an 
administrative record showing the evidence on which 
the findings are based, accompanied by the agency's 
reasoning in reaching its conclusions. See In re 
Ziirko, 258 F.3d 1379. 1386, 59 USP02d 1693, 1697 
(Fed.Cir.2QQl) (review is on the administrative 
record); In re Gartside, 203 R3d 13Q5. 1314, 53 
USP02d 1769, 1774 (Fed .Cir. 2000) (Board decision 
"must be justified within the four comers of the 
record"). 

[4][5] As applied to the determination of 
patentability vel non when the issue is obviousness, 
"it is fundamental that rejections under 35 U.S.C. § 

103 must be based on evidence comprehended by the 
language of that section." In re Grass elli, 713 F.2d 
731, 739, 218 USPO 769, 775 (Fed.Cir.1983) . The 
essential factual evidence on the issue of obviousness 
is set forth in Graham v. John Deere Co., 383 U.S. 1, 
17-18, 86 S.Ct. 684, 15 L.Ed2d 545, 148 USPO 459, 
467 (1966) and extensive ensuing precedent. The 
patent examination *1343 process centers on prior art 
and the analysis thereof. When patentability turns on 
the question of obviousness, the search for and 
analysis of the prior art includes evidence relevant to 
the finding of whether there is a teaching, motivation, 
or suggestion to select and combine the references 
relied on as evidence of obviousness. See, e.g., 
McGinlev v. Franklin Sports. Inc., 262 F.3d 1339, 
1351-52, 60 USPQ2d 1001, 1008 (Fed.Cir.20Ql) 
("the central question is whether there is reason to 
combine [the] references," a question of fact drawing 
on the Graham factors). 

[6] "The factual inquiry whether to combine 
references must be thorough and searching." [d It 
must be based on objective evidence of record. This 
precedent has been reinforced in myriad decisions. 



and cannot be dispensed with. See, e.g.. Brown & 
Williamson Tobacco Corp. v. Philip Morris Inc., 229 
F.3d 1120, 1124-25. 56 USPQ2d 1456, 1459 
(Fed.Cir.2000) ("a showing of a suggestion, teaching, 
or motivation to combine die prior art references is an 
'essential conponent of an obviousness holding* ") 
(quoting C.R. Bard, Inc.. v. M3 Systems, Inc.. 157 
F.3d 1340, 1352, 48 USP02d 1225, 1232 
(Fed.Cir.1998) ): In re Dembiczak. 175 F.3d 994, 
999, 50 USP02d 1614, 1617 (Fed.Cir.1999) ("Our 
case law makes clear that the best defense against the 
subtle but powerful attraction of a hindsight-based 
obviousness analysis is rigorous application of the 
requirement for a showing of the teaching or 
motivation to combine prior art references."); In re 
Dance, 160 F.3d 1339, 1343, 48 USPQ2d 1635. 1637 
(Fed.Cir.1998) (there must be some motivation, 
suggestion, or teaching of the desirability of making 
the specific combination that was made by the 
applicant); In re Fine. 837 F.2d 1071, 1075, 5 
USPQ2d 1596, 1600 (Fed.Cir.1988) (" 'teachings of 
references can be combined only if there is some 
suggestion or incentive to do so.' ") (emphasis in 
original) (quoting ACS Hosp. Svs., Inc. v. Monte fiore 
Hosp., 732 F.2d 1572, 1577, 221 USPO 929. 933 
(Fed.Cir.1984) ). 

The need for specificity pervades this authority. See, 
e.g.. In reKotzab, 217 F.3d 1365, 1371. 55 USPQ2d 

1313, 1317 (Fed.Cir.2Q00) ("particular findings must 
be made as to the reason the skilled artisan, with no 
knowledge of the claimed invention, would have 
selected these conn5)onents for combination in the 
manner claimed"); In re Rouffet, 149 F.3d 1350, 

1359, 47 USP02d 1453, 1459 (Fed.Cir.1998) ("even 
when the level of skill in the art is high, the Board 
must identify specifically the principle, known to one 
of ordinary skill, that suggests the claimed 
combination. In other words, the Board must explain 
the reasons one of ordinary skill in the art would have 
been motivated to select the references and to 
combine them to render the claimed invention 
obvious."); In re Fritch. 972 F.2d 1260. 1265, 23 
USP02d 1780. 1783 (Fed.Cir.1992) (the examiner 
can satisfy the burden of showing obviousness of the 
combination "only by showing some objective 
teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead 
that individual to combine the relevant teachings of 
the references"). 

[7][ "8 ] [9 ] With respect to Lee's application, neither 
the examiner nor the Board adequately supported the 
selection and combination of the Nortrup and 
Thunderchopper references to render obvious that 
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which Lee described. The examiner's conclusory 
statements that "the demonstration mode is just a 
programmable feature which can be used in many 
different device[s] for providing automatic 
introduction by adding the proper programming 
software" and that "another motivation would be that 
the automatic demonstration mode is user friendly 
and it functions as a tutorial" do not adequately 
address the issue of motivation to combine. This 
factual question *1344 of motivation is material to 
patentability, and could not be resolved on subjective 
belief and unknown authority. It is improper, in 
determining whether a person of ordinary skill would 
have been led to this combination of references, 
simply to "[use] that which the inventor taught 
against its teacher." W.L. Gore v. Gar lock Inc., 721 
F.2d 1540, 1553, 220 USPO 303, 312-13 
(Fcd.Cir.1983) . Thus the Board must not only assure 
that the requisite findings are made, based on 
evidence of record, but must also explain the 
reasoning by which the findings are deemed to 
support the agency's conclusion. 

[10] Deferential judicial review under the 
Administrative Procedure Act does not relieve the 
agency of its obligation to develop an evidentiary 
basis for its findings. To the contrary, the 
Administrative Procedure Act reinforces this 
obligation. See, e.g.. Motor Vehicle Manufacturers 
Ass'n V. State Farm Mutual Automobile Ins. Co., 463 
U.S. 29, 43, 103 S.Ct. 2856, 77 L.Ed.2d 443 (1983) 
("the agency must examine the relevant data and 
articulate a satisfactory explanation for its action 
including a 'rational coimection between the facts 
found and the choice made.' ") (quoting Burlington 
Truck Lines v. United States, 371 U.S. 156, 168, 83 
S.Ct. 239, 9 L.Ed.2d 207 (1962)) : Securities & 
Exchange Comm'n v. Chenery Corp., 318 U.S. 80, 
94, 63 S.Ct. 454, 87 L.Ed. 626 (1943) ("The orderiy 
function of the process of review requires that the 
grounds upon which the administrative agency acted 
are clearly disclosed and adequately sustained."). 

[11] In its decision on Lee's patent application, the 
Board rejected the need for "any specific hint or 
suggestion in a particular reference'* to support the 
combination of the Nortrup and Thimderchopper 
references. Omission of a relevant factor required by 
precedent is both legal error and arbitrary agency 
action. See Motor Vehicle Manufacturers, 463 U.S. 
at 43, 103 S.Ct. 2856 ("an agency rule would be 
arbitrary and capricious if the agency ... entirely 
failed to consider an important aspect of the 
problem"); Mullins v. Department of Enersv, 50 F.3d 
990, 992 (Fed.Cir.1995) ("It is well established that 



agencies have a duty to provide reviewing courts 
with a sufficient explanation for their decisions so 
that those decisions may be judged against the 
relevant statutory standards, and that failure to 
provide such an explanation is groimds for striking 
down the action."). As discussed in National Labor 
Relations Bd v. Ashkenazy Property Mgt. Corp., 817 
F.2d 74, 75 (9th Cir.1987) , an agency is "not free to 
refuse to follow circuit precedent." 

[121 The foimdation of the principle of judicial 
deference to the rulings of agency tribunals is that the 
tribunal has specialized knowledge and expertise, 
such that when reasoned findings are made, a 
reviewing court may confidently defer to the agency's 
application of its knowledge in its area of expertise. 
Reasoned findings are critical to the performance of 
agency functions and judicial reliance on agency 
competence. See Baltimore and Ohio R.R. Co. v. 
Aberdeen & Rockfish R.R, Co., 393 U.S. 87, 91-92. 
89 S.Ct. 280. 21 L.Ed.2d 219 (1968) (absent reasoned 
findings based on substantial evidence effective 
review would become lost "in the haze of so-called 
expertise"). The "common knowledge and common 
sense" on which the Board relied in rejecting Lee's 
application are not the specialized knowledge and 
expertise contemplated by the Administrative 
Procedxire Act. Conclusory statements such as those 
here provided do not fulfill the agency's obligation. 
This court explained in Zurko, 258 F.3d at 1385, 59 
USP02d at 1697, that "deficiencies of the cited 
references cannot be remedied by the Board's general 
conclusions about what is 'basic knowledge' or 
'common sense.' " The *1345 Board's findings must 
extend to all material facts and must be documented 
on the record, lest the "haze of so-called expertise" 
acquire insulation from accoimtability. "Common 
knowledge and common sense," even if assumed to 
derive from the agency's expertise, do not substitute 
for authority when the law requires authority. See 
Allentown Mack, 522 U.S. at 376. 118 S.Ct 818 
("Because reasoned decisioimiaking demands it, and 
because the systemic consequences of any other 
approach are unacceptable, the Board must be 
required to apply in fact the clearly understood legal 
standards that it enunciates in principle....") 

The case on which the Board relies for its departure 
from precedent. In re Bozek. 57 C.C.P.A. 713, 416 
F.2d 1385, 163 USPO 545 (1969) , indeed mentions 
"common knowledge and common sense," the CCPA 
stating that the phrase was used by the Solicitor to 
support the Board's conclusion of obviousness based 
on evidence in the prior art. Bozek did not hold that 
common knowledge and common sense are a 
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substitute for evidence, but only that they may be 
applied to analysis of the evidence. Bozek did not 
hold that objective analysis, proper authority, and 
reasoned findings can be omitted from Board 
decisions. Nor does Bozek, after thirty-two years of 
isolation, outweigh the dozens of rulings of the 
Federal Circuit and the Court of Customs and Patent 
Appeals that determination of patentability must be 
based on evidence. This court has remarked, in 
Smiths Industries Medical Systems, Inc. v. Vital 
Sims, Inc., 183 F.3d 1347, 1356. 51 USP02d 1415. 
1421 (Fed.Cir.1999), that Bozek 's reference to 
common knowledge "does not in and of itself make it 
so" absent evidence of such knowledge. 

fl31[141[15]f l61 The determination of patentability 
on the ground of unobviousness is ultimately one of 
judgment. In furtherance of the judgmental process, 
the patent examination procedure serves both to find, 
and to place on the official record, that which has 
been considered with respect to patentability. The 
patent exanoiner and the Board are deemed to have 
experience in the field of the invention; however, 
this experience, insofar as applied to the 
determination of patentability, must be applied from 
the viewpoint of "the person having ordinary skill in 
the art to which said subject matter pertains," the 
words of section 103 . In finding the relevant facts, in 
assessing the significance of the prior art, and in 
making the ultimate determination of the issue of 
obviousness, the examiner and the Board are 
presumed to act from this viewpoint. Thus when 
they rely on what they assert to be general knowledge 
to negate patentability, that knowledge must be 
articulated and placed on the record. The failure to 
do so is not consistent with either effective 
administrative procedxu-e or effective judicial review. 
The board cannot rely on conclusory statements when 
dealing with particular combinations of prior art and 
specific claims, but must set forth the rationale on 
which it relies. 

Alternative Grounds 

At oral argument the PTO Solicitor proposed 
alternative grounds on which this court might affirm 
the Board's decision. However, as stated in 
Burlington Trxwk Lines, Inc. v. United States, 371 
U.S. 156. 168. 83 S.Ct. 239. 9 L.Ed.2d 207 (19621 
"courts may not accept appellate counsel's post hoc 
rationalization for agency action." Consideration by 
the appellate tribunal of new agency justifications 
deprives the aggrieved party of a fair opportunity to 
support its position; thus review of an administrative 
decision must be made on the groimds relied on by 
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the agency. "Ifthose grounds are inadequate or 
improper, the court is powerless to affum the 
administrative action by substituting what it 
considers *1346 to be a more adequate or proper 
basis." Securities & Exchange Common v. Chenery 
Corp., 332 U.S. 194, 196, 67 S.Ct. 1575, 91 L.Ed. 
1995 (1947). As reiterated in Federal Election 
Comm'n v. Akins. 524 U.S. 11. 25. 118 S.Ct. 1777. 
141 L.Ed.2d 10 (1998) . "If a reviewing court agrees 
that the agency misinterpreted the law, it will set 
aside the agency's action and remand the case—even 
though the agency (like a new jury after a mistrial) 
might later, in the exercise of its lawful discretion, 
reach the same result for a different reason." Thus 
we decline to consider alternative grounds that might 
support the Board's decision. 

Further Proceedings 

[17] Sound administrative procedure requires that 
the agency apply the law in accordance with statute 
and precedent. The agency tribunal must make 
findings of relevant facts, and present its reasoning in 
sufficient detail that the court may conduct 
meaningful review of the agency action. In Radio- 
Television News Directors Ass'n v. FCC, 184 F.3d 
872 (D.C.Cir.l999) the court discussed the "fine line 
between agency reasoning that is 'so crippled as to be 
imlawftil' and action that is potentially lawful but 
insufficiently or inappropriately explained," quoting 
from Checkosky v. Securities & Exch. Common, 23 
F.3d 452. 464 (D.C.Cir.l994) : the court explained 
that "[i]n the former circumstance, the court's practice 
is to vacate the agency's order, while in the latter the 
coxurt frequently remands for further explanation 
(including discussion of the relevant factors and 
precedents) while withholding judgment on the 
lawfulness of the agency's proposed action." Id. at 
888. In this case the Board's analysis of the Lee 
invention does not comport with either the legal 
requirements for determination of obviousness or 
with the requirements of the Administrative 
Procedure Act that the agency tribunal set forth the 
findings and explanations needed for "reasoned 
decisionmaking." Remand for these purposes is 
required. See Overton Park, 401 U.S. at 420- 421. 91 
S.Ct. 814 (remanding for further proceedings 
appropriate to the administrative process). 

VA CA TED AND REMANDED, 

211 F.3d 1338, 61 U.S.P.Q.2d 1430 

END OF DOCUMENT 
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